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STANDARD FasH1oN ComMpaANy v. MaGraNe Hovston Co. 
(259 Fed. Rep. 793) 


United States Circuit Court of Appeals, First Circuit 
June 28, 1919 


Resate Conrracts—Errecr or Crayton Act. 

A contract between a manufacturer of patterns and a merchant, 
by which the latter agreed not to sell or permit to be sold on his 
premises any make of pattern except that manufactured by the for- 
mer, and not to sell these except at label prices, is obnoxious to the 


Clayton Act, as tending to lessen competition or create a monopoly, 
or both. 


Appeal from the District Court of the United States for the 
District of Massachusetts. 

The plaintiff petitions for a rehearing, which is granted, the 
judgment of the trial court being affirmed. 

The former opinion appears in 251 Fed. Rep. 559, 163 C. 
C. A. 558. 


Robert G. Dodge, of Boston, Mass. (Herbert Noble and James 
B. Sheehan, both of New York, on the brief), for appellant. 


James W. Sullivan, of Lynn, Mass., for appellee. 


Before BincHam and ANperson, Circuit Judges, and Brown, 
District Judge. 

Anperson, Circuit Judge: After the per curiam opinion of 
June 28, 1918, the plaintiff petitioned for a rehearing. The petition 
was granted. The plaintiff has orally and on brief elaborately 
reargued the case. On careful reconsideration we are constrained 
to adopt the construction of the contract urged by the plaintiff and 
made by the court below. 

Construing the contracts as a whole, we do not think it can 
fairly be held so ambiguous as, if valid in all its provisions, to war- 
rant the court in refusing the injunction prayed for. 


The contract runs for a term of two years from date, and 


ay 
iif 
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“from term to term thereafter, until this agreement is terminated 


as hereinafter provided.” The provision for termination is: 


“Either party desirous of terminating this agreement must give the 
other party three months’ notice in writing within thirty days after the 
expiration of any contract period as above specified, the agency to con- 
tinue regularly during such three months.” 


The contract is dated November 25, 1914. Its first two-year 


term ran to November 25, 1916; failing the three months’ notice 
within thirty days thereafter, the contract then ran until November 
25, 1918. Then for 30 days there was another opportunity to give 
the three months’ written notice of termination. And so on from 
term to term. 

We think the negative covenant (assuming for the moment it 
and the rest of the contract to be valid) is applicable to the entire 
life of the contract construed as to duration as we have indicated; 
that the contract shows a clear intention of the defendant to be 
bound for successive terms of two years, and for three months after 
notice of termination. We adopt, therefore, the construction put 
upon the contract by the court below. 

We also agree with the District Court that the contract does 
not establish an agency “‘properly so termed,” but that it is a con- 
tract for sale. The case is easily distinguishable in this regard 
from Willcox & Gibbs Co. v. Ewing, 141 U. S. 627, 12 Sup. Ct. 94, 
35 L. Ed. 882. Full title passed from the plaintiff to the defendant. 
The defendant was selling its own goods to its own customers; it 
was not, under delegated authority, selling plaintiff's goods to the 
plaintiff's customers. 

See the cases collected and to some degree discussed in Ford 
Motor Company v. Union Motor Sales Co., 244 Fed. 156, 156 C. C. 
A. 584; and Ford Motor Company v. Benjamin E. Boone, Inc., 244 
Fed. 335, 156 C. C. A. 621 [7 T. M. Rep. 565]; cf. Mechem on 
Agency, §§ 44-48, and cases cited; Mechem on Sales, § 41 et seq. ; 2 
Corpus Juris, pp. 422, 423; John H. Pray & Sons Co. v. Appledore 
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L. & Bldg. Co., 76 N. H. 167, 80 Atl. 337; Bendix vy. Staveo Car- 
riage Co., 174 Ill. App. 589, 595. 
An agency is not created simply by calling a contract for sales 


an agency contract. 


We may test the question whether the defendant was the 
plaintiff's agent engaged in selling the plaintiff’s goods, or a vendee 
selling its own goods, by querying whether the plaintiff could be 


held liable in tort for the defendant’s material and false misrep- 


resentations made to a customer—such misrepresentations, for in- 
stance, as that patterns sold embodied the latest Paris fashion, when 
in fact they were obsolete. Obviously, if the defendant was the 
plaintiff's agent, its misrepresentations, made in the course of the 
business of the agency, would bind the plaintiff. We think the 
plaintiff would be surprised to find this or any other court holding 
it responsible for such tortious conduct of the defendant with re- 
lation to the sale of these patterns. 

The plaintiff admits that the notice of termination given by 
the defendant on April 7, 1917, followed by this suit brought on 
July 25, 1917, must be deemed applicable to the term of the con- 
tract expiring on November 25, 1918, as though given within 30 
days after November 25, 1918. The plaintiff consequently admits 
that its right to an injunction expired on February 25, 1919. 

But the plaintiff insists that the fact that relief by injunction 
has now become inappropriate by reason of lapse of time does not 
warrant the court in refusing to retain jurisdiction in equity for the 
purpose of granting any appropriate relief, though it be only for 
the assessment of damages. Clark v. Wooster, 119 U. S. 322, 7 
Sup. Ct. 217, 30 L. Ed. 392; Busch v. Jones, 184 U. S. 598, 22 
Sup. Ct. 511, 46 L. Ed. 707; Cartwright v. So. Pacific (D. C.) 206 
Fed. 234; Beedle v. Bennett, 122 U. S. 71, 7 Sup. Ct. 1090, 30 L. 
Ed. 1074; County of Mobile v. Kimball, 102 U. S. 691, 26 L. Ed. 
238. 


Assuming for the moment that the contract and all the stipu- 
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lations thereof are valid, the great weight of authority is in favor 


of the plaintiff's proposition that it was entitled to an injunction 
against a breach of the negative covenant. Butterick Publishing 
Co. v. Fisher, 203 Mass. 122, 89 N. E. 189, 133 Am. St. Rep. 283; 
Standard Fashion Co. v. Siegel-Cooper Co., 30 App. Div. 564, 52 
N. Y. Supp. 438; Id., 157 N. Y. 60, 51 N. E. 408, 43 L. R. A. 
854, 68 Am. St. Rep. 749; Butterick Publishing Co. v. Chabot, 
N. Y. Law Journal, July 21, 1908, affirmed 128 App. Div. 900, 
112 N. Y. Supp. 1123; Butterick Publishing Co. v. Rose, 141 Wis. 
533, 124 N. W. 647; Peerless Pattern Co. v. Gauntlett Dry Goods 
Co., 171 Mich. 158, 186 N. W. 1113, 42 L. R. A. (N. S.) 843. 

We think, therefore, that the plaintiff's contention that it is 
now entitled to a decision from this court either affirming or revers- 
ing the decision of the District Court must prevail. The plaintiff 
insists, and rightly, that the gist of the case is whether the Clayton 
Act, October 15, 1914, c. 323, 38 Stat. 730, invalidates its contract, 
in whole or any part, and that the fact that its right to an injunc- 
tion has expired pendente lite does not relieve the court from the 
duty of determining the issues admittedly alive and involving sub- 
stantial rights at the time of the argument of the appeal in this 
court. 

Does section 3 of the Clayton Act (Comp. St. § 8835c) in- 
validate the negative covenant in this contract? We think it does, 
and that the decision of the District Court in that regard must be 
affirmed. 

The mere fact that Congress enacted the Clayton Act after 
numerous courts had held similar or analogous restrictions not ob- 
noxious to the Sherman Act, July 2, 1890, c. 647, 26 Stat. 209 
(Comp. St. §§ 8820-8823, 8827-8830), or invalid at common law, 
or under state anti-trust statutes, grounds an inference that the 
Legislature intended in the light of actual experience, to change 
the law. Butterick Pub. Co. v. Fisher, 203 Mass. 122, 89 N. E. 
189, 133 Am. St. Rep. 283; Brown v. Rounsavell, 78 Ill. 589; 
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Southern Fire Brick & Clay Co. v. Garden City Sand Co., 223 Il. 
616, 79 N. E. 313, 7 Ann. Cas. 50; Heimbuecher v. Goff, Horner 
& Co., 119 Ill. App. 373; Ferris v. American Brewing Co., 155 
Ind. 539, 58 N. E. 701, 52 L. R. A. 805; J. W. Ripy & Son v. Art 
Wall Paper Mills, 41 Okl. 20, 136 Pac. 1080, 51 L. R. A. (N. S.) 
33; In re Greene (C. C.) 52 Fed. 104; Mogul Steamship Co. v. 
McGregor, 1892 A. C. 25; Whitwell v. Continental Tobacco Co., 
125 Fed. 454, 60 C. C. A. 290, 64 L. R. A. 689; Peerless Pattern 
Co. v. Gauntlett Dry Goods Co., 171 Mich. 158, 136 N. W. 1113, 
42 L. R. A. (N. S.) 843; Sullivan v. Rime, 35 S. D. 75, 150 N. W. 
556; Standard Fashion Co. v. Siegel-Cooper Co., 30 App. Div. 564, 
52 N. Y. Supp. 433; Id., 157 N. Y. 60, 51 N. E. 408, 43 L. R. A. 
854, 68 Am. St. Rep. 749; Butterick Publishing Co. v. Chabot, N. 
Y. Law Journal, July 21, 1908, affirmed 128 App. Div. 900, 112 
N. Y. Supp. 1123; Butterick Publishing Co. v. Rose, 141 Wis. 533, 
124 N. W. 647. 

There is no answer to the suggestion of Judge Trieber in U. S. 
v. United Shoe Machinery Co. (D. C.) 234 Fed. 127, 150, that the 


“presumption is, not that Congress intended that the construction 


of the Sherman Act should control but, on the contrary, that it 


should not control.” And again quoting from Judge Trieber: 


“Evidently Congress was not satisfied to only prohibit actual lessening 
of competition, or monopolizing, but to make it unlawful for any person 
to do these acts, which may put it in his power to do so.” 


The very title of this act is significant—“An act to supplement 
existing laws against unlawful restraints and monopolies, and for 


other purposes.” 


In the report of the Senate Committee on Judiciary upon this 


bill is the following statement of the legislative purpose: 


“Broadly stated, the bill, in its treatment of unlawful restraints and 
monopolies, seeks to prohibit and make unlawful certain trade practices 
which, as a rule, singly and in themselves, are not covered by the act of 
July 2, 1890, or other existing anti-trust acts, and thus, by making these 
practices illegal, to arrest the creation of trusts, conspiracies and monop- 
olies in their incipiency and before consummation. Among other of these 
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trade practices which are denounced and made unlawful may be mentioned 
discrimination in prices for the purpose of wrongfully injuring or destroy- 
ing the business of competitors; exclusive and tying contracts; holding 
companies; and interlocking directorates.” 


In the report of the House Committee there is also instructive 
language concerning section 3: 


“Let us therefore consider what this section really accomplishes. It 
prohibits the exclusive or ‘tying’ contract made between the manufacturer 
and the dealer by purchase or lease, whereby the latter agrees, as a con- 
dition of his contract, not to use or deal in the commodities of the com- 
petitor or rival of the seller or lessor. It is designed merely to prevent 
this unfair trade practice now so common throughout the country, and 
which is generally regarded by every one who has given the subject any 
serious consideration as unjust to the local dealer and to the community 
and as monopolistic in its effects. 

“What is the motive and purpose of the manufacturer in making or 
entering into such exclusive contract? It is undoubtedly his purpose to 
drive out competition and to establish a monopoly in the sale of his com- 
modities in that particular community or locality. His contract by its 
expressed terms completely shuts out competition in the business of the 
local dealer with whom he makes it. The dealer bound by this exclusive 
contract not to handle the goods, wares and merchandise of another be- 
comes the ally of the manufacturer in his effort and purpose to drive out 
competition in the locality or community in which such commodities are 
sold. This is done by means of extensive advertising, and let it be borne 
in mind also that this advertising is added in the price of the commodities 
and paid for by the consumer. If by the combined efforts of the manu- 
facturer and the local dealer and the glowing and overdrawn and often- 
times false advertisements competitors are compelled to retire from the 
field, a monopoly in the particular community or locality is the invariable 
result. In this connection it is important to state that today in every 
village and locality where there is only a single store, and this exclusive 
or ‘tying’ contract is entered into between the manufacturer and the local 
dealer concerning any commodity, the exclusive or ‘tying’ contract gives 
both the manufacturer and the local dealer a complete monopoly of that 
particular commodity in the locality or community. That the effect of 
such a system is detrimental to the consumers and to the general public 
cannot be questioned for a moment. 

“The public is compelled to pay a higher price, and local customers 
are put to the inconvenience of securing many commodities in their com- 
munities or through mail-order houses that cannot be procured at their 
local stores. The price is raised as an inducement. This is the local 
effect. Where the concern making these contracts is already great and 
powerful, * * * the exclusive or ‘tying’ contract made with local 
dealers becomes one of the greatest agencies and instrumentalities of mon- 
opoly ever devised by the brain of man. It completely shuts out com- 
petitors, not only from trade in which they are already engaged, but from 
the opportunities to build up trade in any community where these great 
and powerful combinations are operating under this system and practice. 
* * * When we consider contracts of sales made under this system, 
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the result to the consumer, the general public, and the local dealer and 
his business, is even worse than under the lease system.” 


For present purposes the fact that this section was amended 
in conference before final enactment we regard as of little or no 
significance. The reports of the two committees illuminate the 
evils and dangers in the trade situation with which Congress was 
undertaking to deal. As frequently happens, debate and conference 
modified the legislators’ views as to the best methods of dealing with 
the evils aimed at. But we find no abandonment of the main pur- 
pose expressed in these committee reports. Restrictions of this 
sort that may substantially lessen competition or tend to create a 
monopoly are condemned as strongly in the final as in the original 
draft. Competition, actual or potential, was the object of the 
Congressional solicitude. 

But we do not think it necessary to resort to the reports of 
the Congressional committee or to debates in Congress in order to 
reach a confident conclusion as to the application of this statute to 
the contract between the plaintiff and defendant. Section 3 (Comp. 
St. § 8835c) reads as follows: 

“It shall be unlawful for any person engaged in commerce, in the 
course of such commerce, to lease or make a sale or contract for sale of 
goods, wares, merchandise, machinery, supplies or other commodities, 
whether patented or unpatented, for use, consumption or resale within 
the United States or any territory thereof or the District of Columbia 
or any insular possession or other place under the jurisdiction of the 
United States, or fix a charged price therefor, or discount from, or rebate 
upon, such price, on the condition, agreement or understanding that the 
lessee or purchaser thereof shall not use or deal in the goods, wares, mer- 
chandise, machinery, supplies or other commodities of a competitor or 
competitors of the lessor or seller, where the effect of such lease, sale or 
contract for sale or such condition, agreement or understanding may be 


to substantially lessen competition or tend to create a monopoly in any 
line of commerce.” 


The contract now before the court provides in the plainest 
possible language that the purchaser shall not “sell or permit to be 
sold * * * on its premises * * * any other make or 
pattern, and not to sell Standard patterns except at label prices.” 


In effect the plaintiff admits that the only way of escape from the 
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condemnation of the statute is for the court to hold that this nega- 
tive covenant may not “substantially lessen competition or tend 
to create a monopoly.” 


No such finding can be made. Observe at the outset that the 


condemnation of the statute runs, “where the effect of” such nega- 


tive covenant “may be to substantially lessen competition or tend 
to create a monopoly.’”” The language is “may be,” not “is” or 
“will be.” 

In order to condemn the negative covenant, it is not necessary 
that the court should find that it will lessen competition or will 
tend to create a monopoly; it is enough to find that it may lessen 
competition or may tend to create a monopoly. 

On this record we are constrained to find that this restriction 
may substantially lessen competition and may tend to create a 
monopoly. It already appears that, out of some 52,000 pattern 
agencies in this country, the plaintiff or a holding company con- 
trolling it and two other pattern companies control approximately 
two-fifths. The restriction of each merchant to one pattern manu- 
facturer must in hundreds, perhaps in thousands, of small communi- 
ties amount to giving such single pattern manufacturer a monopoly of 
the business in such community. Even in the larger cities, to limit 
to a single pattern maker the pattern business of dealers most re- 
sorted to by customers whose purchases tend to give fashions their 
vogue, may tend to facilitate further combinations; so that the 
plaintiff, or some other aggressive concern, instead of controlling 
two-fifths, will shortly have almost, if not quite, all the pattern 
business. 

We must consider this restriction in the light of the facts pe- 
culiar to the business to which the restraint is applied, to the con- 
ditions already achieved under such restraint, as well as the nature 
of the restraint and its effect, actual or probable. Viewing it thus, 
in the light of the surrounding circumstances, we are constrained 
to agree with the District Court that the negative covenant in this 
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contract may lessen competition, or may tend to create a monopoly, 
or both, and is, therefore, obnoxious to the Clayton Act. See Chicago 
Board of Trade v. United States, 246 U. S. 231, 238, 38 Sup. Ct. 
242, 62 L. Ed. 683. 

To avoid possible misconception of this opinion, we add that 
we do not overlook that the contract in question also contains a 
stipulation to maintain resale prices. The validity of this pro- 
vision is not raised by the pleadings, nor has it been discussed by 
counsel. Whether under the circumstances of this case such resale 
price stipulation is invalid, we do not decide. Bauer v. O’Donnell, 
229 U. S. 1, 33 Sup. Ct. 616, 57 L. Ed. 1041, 50 L. R. A. (N. S.) 
1185, Ann. Cas. 1915A, 150; Dr. Miles Medical Co. v. Park & Sons 
Co., 220 U. S. 873, 31 Sup. Ct. 376, 55 L. Ed. 502; Ford Motor 
Co. v. Union Motor Sales Co., 244 Fed. 156, 156 C. C. A. 584; 
Strauss v. Victor Talking Machine Co., 243 U. S. 490, 37 Sup. Ct. 
112, 61 L. Ed. 866, L. R. A. 1917E, 1196, Ann. Cas. 1918A, 955; 
Motion Picture Co. v. Universal Film Co., 243 U. S. 502, 37 Sup. 
Ct. 416, 61 L. Ed. 871, L. R. A. 1917E, 1187, Ann. Cas. 1918A, 959; 
United States v. Kellogg Toasted Corn Flake Co. (D. C.) 222 Fed. 
725, 728, Ann. Cas. 1916A, 78; Boston Store v. American Grapho- 
phone Co., 246 U. S. 8, 38 Sup. Ct. 257, 62 L. Ed. 551, Ann. Cas. 
1918C, 447 [9 T. M. Rep. 281]. 

Our decision that the negative covenant cannot be enforced is 
enough to dispose of this case as a suit in equity. The pleadings 
do not raise, and we have not undertaken to consider and determine, 
the question of what rights, if any, the plaintiff may have, in some 
other action, to recover either for goods sold and delivered, or for 
damages for breach of the contract. Whether the invalid negative 
covenant and the resale price stipulation, either or both, taint the 
whole contract, and all sales made in the course of the business 
contemplated by such contract, we do not decide. See Continental 
Wall Paper Co. v. Voight, 212 U. S. 227, 29 Sup. Ct. 280, 53 L. 
Ed. 486; Connolly v. Union Sewer Pipe Co., 184 U. S. 540, 22 Sup. 
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Ct. 431, 46 L. Ed. 679; Wilder v. Corn Products Co., 236 U. S. 
169, 35 Sup. Ct. 398, 59 L. Ed. 520, Ann. Cas. 1916A, 118; Mc- 
Mullen v. Hoffman, 174 U. S. 639, 19 Sup. Ct. 839, 43 L. Ed. 1117; 
Roselle v. Beckemeir, 134 Mo. 380, 35 S. W. 1132; Fishell v. 
Gray, 60 N. J. Law, 5, 37 Atl. 606; Rosenbaum v. U. S. Credit Co., 
65 N. J. Law, 255, 48 Atl. 237, 53 L. R. A. 449; King v. King, 
63 Ohio St. 363, 59 N. E. 111, 52 L. R. A. 157, 81 Am. St. Rep. 
635; 1 Parsons on Contracts (9th Ed.) p. 496; Wald’s Pollock on 
Contracts, p. 484, and cases and notes; Pullman Car Co. v. Trans- 
portation Co., 171 U. S. 138, 151, 18 Sup. Ct. 808, 43 L. Ed. 108; 
Harriman v. Northern Securities Co., 197 U. S. 244, 25 Sup. Ct. 
193, 49 L. Ed. 739; Bone v. Ekless, 5 H. & N. 924; Thomas v. 
Richmond, 12 Wall. 349, 356, 20 L. Ed. 453; Boylston Bottling 
Co. v. O’Neil, 231 Mass. 498, 121 N. E. 411, a decision by the 
Massachusetts Supreme Judicial Court on January 2, 1919. 


The decree of the District Court is affirmed, with costs. 


Brown, District Judge (concurring): Full weight must be 


given to the final clause of section 3 of the Clayton Act— 


“where the effect of such lease, sale, or contract for sale, or such con- 
dition, agreement, or understanding, may be to substantially lessen com- 
petition or tend to create a monopoly in any line of commerce.” 


In determining the effect we must consider the thing upon which 
the effect is to be produced. This clause seems to require that the 
interpretation and application of section 3 of the Clayton Act should 
be according to the principles stated in the opinion of Mr. Justice 
Brandeis in Chicago Board of Trade v. United States, 246 U. S. 
231, 238, 38 Sup. Ct. 242, 244 (62 L. Ed. 683): 


“But the legality of an agreement or regulation cannot be determined 
by so simple a test, as whether it restrains competition. Every agreement 
concerning trade, every regulation of trade, restrains. To bind, to restrain, 
is of their very essence. The true test of legality is whether the restraint 
imposed is such as merely regulates, and perhaps thereby promotes com- 
petition, or whether it is such as may suppress or even destroy competition. 
To determine that question the court must ordinarily consider the facts 
peculiar to the business to which the restraint is applied; its condition 
before and after the restraint was imposed; the nature of the restraint, 
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and its effect, actual or probable. The history of the restraint, the evil 
believed to exist, the reason for adopting the particular remedy, the pur- 
pose or end sought to be attained, are all relevant facts. This is not 
because a good intention will save an otherwise objectionable regulation 
or the reverse, but because knowledge of intent may help the court to 
interpret facts and to predict consequences.” 


To predict the consequences of the defendant’s agreement not 
to sell or permit to be sold on its premises, during the term of the 
contract, any other make of patterns, it is necessary to consider 
the peculiarities of the particular business to which the contract 
relates. We must also consider that the restraint is upon the use 
of the premises of the defendant for a limited period. See 251 
Fed. 559, 560, 163 C. C. A. 553. It is evident that a restriction 
of this character did not constitute an inducement to the defendant 
to enter into the contract for carrying a stock of the plaintiff's 
goods. It is also evident that, so long as the defendant remained 
satisfied to carry only the single line of dress patterns that it had 
chosen, the agreement not to carry another line of goods was of 
no practical effect. It is operative to exclude competitors only in 
those cases where a customer may desire to add a second stock 
or to abandon his contract during its term. Of the exclusion of 
competitors which results from the fact that the wants of customers 
are supplied by the plaintiff, no complaint can be made. 

The misapprehension as to the actual or probable effect of re- 
strictions of this character as a means of introducing goods to the 
trade and of building up a monopoly was pointed out by the Su- 
preme Court in United States v. United Shoe Mchry. Co., 247 U. S. 
32, 66, 38 Sup. Ct. 473, 485 (62 L. Ed. 968): 

“Besides, it is impossible to believe, and the court below refused to 
find, that the great business of the United States Shoe Machinery Com- 
pany has been built up by the coercion of its customers, and that its 
machinery has been installed in most of the large factories of the country 
by the exercise of power, even that of patents. The installations could 
have had no other incentive than the excellence of the machines and the 


advantage of their use, the conditions imposed having adequate compensa- 
tion and not being offensive to the letter or the policy of the law”; 
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and by the court in United States v. United Shoe Mchry. Co. of 
N. J., et al. (D. C.) 222 Fed. 349, 414: 

“It is impossible to believe that defendants’ equipment is in so many 
shoe factories for any other substantial reason than the merits of what 
they have had to offer. To say that this is due, in any substantial degree, 
to the fact that its leases run beyond the terms of patents, or because 
of the exclusive use, prohibitive, or cancellation clauses, rests largely, if 
not entirely, upon assumption. But that the business of these defendants 
rests upon the lease provisions objected to in such a substantial amount 


as to constitute any factor of independent force in securing or maintaining 
a monopoly does not appear.” 


This was said in connection with contracts of a duration as 
long as 17 years, and applies with especial force to short-term con- 
tracts like that before us. It also was said in the opinion in that 
case (222 Fed. 407): 

“A business contract, like a statute, is not to be upset ‘upon hypo- 


thetical and unreal possibilities if it would be good upon the facts as they 
are. Pullman v. Knott, 235 U. S. 23, 35 Sup. Ct. 2, 59 L. Ed. 105.” 


In applying the statute it must be judicially determined what 
the effect may be. This judgment must be more than a mere feeling 
of “possibility” arising in ignorance of facts which, if known, would 
destroy that feeling. It must be based on knowledge and upon a 
reasonable belief that, in view of existing facts, there is a “dan- 
gerous probability.” 

In the present case there is no evidence that any competitor 
of the plaintiff had ever been excluded from competition in the city 
of Boston or elsewhere because of inability to procure customers 
or a store in which he might market his goods. If the defendant 
desired to defend upon the ground that this contract, by reason of 
its effect upon the trade, was illegal, it was incumbent upon it to 
allege and prove such facts as would enable the court to make a 
reasonable prediction of consequences. Ford Motor Co. v. Benjamin 
E. Boone, Inc., 244 Fed. 335, 842, 156 C. C. A. 621 [7 T. M. Rep. 
565|. No such defense is made by the answer. 


The defendant sets up in its answer that the plaintiff is a 


combination in restraint of trade, and that it is seeking an injunc- 
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tion against the defendant for the purpose of preventing competi- 
tion and to establish a monopoly. The answer that the plaintiff 
is an unlawful combination of course states no defense. 

The facts before us were brought out principally in the direct 
testimony of the plaintiff and upon cross-examination. They tend 
to show that the ordinary purchaser from the plaintiff is required 
to maintain a considerable stock of dress patterns, which soon go 
out of style, and have to be renewed by exchange, and that a single 
stock meets all the requirements of the ordinary dealer at retail. 
This being the case, the exclusion of competitors would presumably 
result from the fact that the plaintiff's customers were supplied, 
and did not desire to duplicate their stocks, but preferred to con- 
centrate their efforts on the goods of their choice, rather than from 
any agreement not to handle the goods of others. It also appears 
that there are but few stores which handle more than one line of 
dress patterns, and that in some cases special contracts are made 
permitting it. 

From the history of this clause of the Clayton Act to its final 
form it is quite evident that Congress rejected various drafts which 
would make a contract of this character void upon its face, and that 
the final clause was inserted to prevent the disturbance that might 
result to long-established methods of business by an indiscriminate 
condemnation of a large body of existing contracts because of their 
verbal form, irrespective of their actual or probable effect, and in 
recognition of the fact that where there is an established monopoly 
competition cannot be instituted or maintained unless the new com- 
petitor in the field can make a contract with some one to handle 
only its own goods and not to handle the goods of a company already 
dominating the field; that if such contracts were to be condemned 
irrespective of the trade in which they were made this might lead to 
effective suppression of competition, by enabling an established 
monopoly to place its goods in the shop of every competitor. 


I am of the opinion that this court should not, upon this record 
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and upon so incomplete a state of proofs, determine the invalidity 
of this contract. The question of the plaintiff’s right, at the time 
of bringing his bill, to an injunction to restrain a breach of the 
negative agreement concerning the use of the premises, in spite of 
the authorities cited, is still very doubtful on principle. 

The doctrine of Lumley v. Wagner, 1 DeG., M. & G. 604, has 
been much questioned. Lindley, L. J., said he looked upon Lumley 
“as an anomaly which it would be dangerous to extend.”’ 
See Fry on Specific Performance (5th Ed.) §§ 860, 861, 862. In 
sections 857 and 858 the difficulties in distinguishing between ex- 
press and implied negatives are discussed. So far as the negative 


agreement is not to do that which as a matter of fact is inconsistent 


v. Wagner 


with an affirmative and lawful agreement, it may be regarded as 


mere surplusage. It is only where the negative agreement goes 


beyond what is inconsistent with an affirmative and lawful agree- 


ment that it can be regarded as unreasonable. That a court of 
equity, while recognizing its inability to compel specific performance 
of a contract should, nevertheless, by injunction, put compulsion 
upon a defendant who is answerable at law for his breach of con- 
tract, may result merely in the imposition of a penalty; and penal- 
ties are not favored in equity. The defendant’s agreement not to 
use its premises for the sale of the goods of others was to fortify 
the agreement to “pay proper attention to the sale of plaintiff's 
patterns and to conserve the best interests of the agency at all times.” 

Ordinarily a party to a business contract for the purchase of 
goods may elect to break his contract and pay full damages. For 
a court of equity to put compulsion upon him by way of punishment 
for refusing to perform the contract is beyond its powers, and to 
attempt coercion without power to make it effective is too doubtful 
an experiment. In view of the decision of the Supreme Court in 
Javierre v. Central Altagracia, 217 U. S. 502, 30 Sup. Ct. 598, 54 L. 
Ed. 859, it is doubtful if the Supreme Court will approve the ex- 
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tention of the doctrine of Lumley v. Wagner to a contract like that 
involved in the present case. 

I am of the opinion that on the present record we cannot prop- 
erly determine that the contract is invalid under the Clayton Act. 
The statute does not create a presumption that such contracts are 
inherently vicious, nor does it impose upon the plaintiff the burden 
of proving that the contracts are not illegal. The presumption is of 
legality, and the burden is upon him who asserts illegality. The appli- 
cation of the statute should be made only upon full proofs. The 
consequences of applying it otherwise are too serious to be disre- 
garded. The power of Congress to enact this statute is based upon 
the power to regulate interstate commerce. It may make an inter- 
state contract illegal by reason of the incorporation therein of con- 
ditions relating to commerce of a purely local character, not within 
the power of Congress to regulate when not associated with an inter- 
state contract. It would seem to follow that we cannot separate 
from the interstate commerce features of the contract the features 
that relate to a business wholly local, and nullify those features 
only, since this is directly inconsistent with the theory that by 
virtue of their connection with an interstate commerce contract Con- 
gress, in the exercise of its power over interstate commerce, may, 
provide that “it shall be unlawful for any person engaged in com- 
merce, in the course of such commerce, to lease or make a sale or 
contract for sale * * * on the condition,” etc. 

In view of the long continuance and wide extension of the 
method of doing business, through what the Supreme Court in Will- 
cox & Gibbs Co. v. Ewing, 141 U. S. 627, 12 Sup. Ct. 94, 35 L. Ed. 
882, regarded as agency contracts, and of the long-established trade 
usage of describing such contracts as agency contracts, irrespective 
of the fact that the title to the goods may pass from vendor to ven- 
dee, there must be a large body of outstanding contracts which might 
be so completely nullified that no recovery can be had by the ven- 


dors for goods that they have furnished under such contracts. It 
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was not the intent of Congress to afford to persons who desire to 
escape from their contracts technical and merely verbal grounds 
to excuse a breach of contract. 

It should be remembered that contracts in usual form, con- 
taining no negative agreements, are means of establishing monop- 
olies and suppressing competition quite as effective as contracts 
containing negative agreements. Whether the expression is posi- 
tive or negative is largely a mere matter of form. The effective 
means of establishing a monopoly is to get contracts to purchase 
goods. This must precede any agreement restricting the sale of 
other goods. The restrictive agreements may or may not have an 
effect according to the circumstances. Under some circumstances 
they may be an effective means for breaking a monopoly by insti- 
tuting or maintaining competition. In the present case there is 
evidence that the largest competitor of the plaintiff is rapidly ex- 
tending its business by affirmative contracts without restrictive con- 
ditions, and has a much more dominating position in the field than 
the present plaintiff. I can see no ground in the record for appre- 
hension that anybody is likely to acquire a monopoly in the dress 
pattern business, in which, as the evidence shows, competition is 
very active. 

I am unable to agree that this bill should be dismissed because 
the contract in question is unlawful under the Clayton Act. I con- 
cur in the result for the reason that I am of the opinion that the 
plaintiff, upon the filing of the bill, was not entitled to an injunction 
as a means of coercing the defendant to perform the principal con- 
tract to which the negative agreement was merely a subordinate and 


dependent provision, and for the reasons stated in our former 
opinion. 
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Prest-O-Lite Co. v. BourRNONVILLE, ET Ux. 
(260 Fed. Rep. 440) 


United States District Court for the District of New Jersey 
September 21, 1914 


1. Uwnratr Competition—Reri.inc AceTyLeNne Gas Tanks. 

Where defendants engaged in refilling and marketing acetylene 
gas tanks which had been originally distributed by complainant and 
bore complainant’s trade-mark, they were guilty of unfair competition. 

2. Uwnrair Competirion—JvRIspIcTION oF Unrrep States Courts—AMouNtT 

IN CONTROVERSY. 


In a suit for an injunction upon the ground of unfair competition 
the value of the matter in dispute, as bearing upon the question of 
jurisdiction, is not tested by the mere immediate pecuniary damage 
resulting from the acts complained of, but by the value to the com- 


plainant of the business or property right for which protection is 
sought. 


Suit in Equity. On final hearing. Decree for complainant. 
See 9 T. M. Rep. 441. 


Winter & Winter, of New York City, for complainant. 


W. P. Preble, of New York City, for defendants. 


Haient, District Judge: A preliminary injunction was granted 
in this case by the late Judge Cross. The evidence before him was, 
in no material respect, different from that presented on final hear- 
ing. The practices which the bill seeks to prevent have been the 
subject of litigation in several districts, and have been passed upon 
by two Circuit Courts of Appeals. In each case an injunction has 
been issued, at least as broad as that granted by Judge Cross. 
Prest-O-Lite Co. v. Avery Lighting Co., 161 Fed. 648 (C. C. N. 
D. N. Y.); Prest-O-Lite Co. v. Post & Lester Co., 163 Fed. 63 
(C. C. D. Conn.) ; Prest-O-Lite Co. v. Bogen, 209 Fed. 915 (C. C. 
S. D. Cal.) ; Prest-O-Lite Co. v. Davis, 209 Fed. 917 (D.C. S. D. 
Ohio, W. D.) [4 T. M. Rep. 91], affirmed by the Circuit Court of 
Appeals, 6th Cir., July 25, 1914, 215 Fed. 349, 181 C. C. A. 491 
[4 T. M. Rep. 419]; Searchlight Gas Co. v. Prest-O-Lite Co., 215 
Fed. 692, 131 C. C. A. 626 (C. C. A. 7th Cir.) [4 T. M. Rep. 273]. 
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I am also informed by counsel (although I have not seen copies of 
the opinions) that the same disposition was made of similar cases 
in the district of South Carolina (Prest-O-Lite Co. v. Jenkins, not 
reported) and in the Eastern District of Pennsylvania (Prest-O-Lite 
Co. v. Auto Equipment Co., not reported). 

There are no facts in the present case which distinguish it 
from the cases above cited. The decision in this case might there- 
fore properly be rested on those authorities, as I consider them en- 
tirely sound. All of the points urged on behalf of the defendants, 
save one which I will hereafter discuss, have been considered and 
decided adversely to defendants’ contention by one or more of those 
cases. The defendants are competitors of the complainant in the 
manufacture and sale of acetylene gas. The complainant has estab- 
lished a system for marketing its gas which is fully described in 
the various opinions to which I have referred. I will therefore not 
attempt to explain it in detail. The evidence convinces me that the 
defendants were, at the time the preliminary injunction was 
granted, engaged in refilling and delivering tanks, which had been 
originally distributed by the complainant under its system, and bear- 
ing the trade-name “Prest-O-Lite” (which the complainant had 
adopted and which had become generally recognized), to various 
automobile supply dealers in the city of Newark, on an extensive 
scale. These tanks were then distributed by the dealers among 
automobile owners as tanks containing gas manufactured by the 
complainant, there being no way by which a purchaser. could ascer- 
tain the deception. The defendants, I am convinced, had knowledge 
of this, and for that matter were actual participants therein. 

While the gas furnished by the complainant has become rec- 
ognized very generally as of excellent quality, probably the most 
important inducement to an automobilist to purchase the complain- 
ant’s tank and gas is the fact that, under the complainant’s system, 
a holder of one of these tanks (when its supply of gas has become 


exhausted, or it has been damaged or worn out) may exchange it 
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almost anywhere in the United States or Canada, at a depot estab- 
lished by the complainant, for the same kind of a tank fully charged 
with gas at a relatively small cost. This exchange could not be 
made, under the complainant’s system, with a tank which had been 
refilled by any one other than the complainant. The defendants 
have no such system, nor do they furnish tanks; their business being 
confined to refilling. It is clear that the defendants could not, 
without deception, sell their gas to the ordinary automobilist. But 
by refilling the tanks originally distributed by the complainant and 
bearing the trade-name “Prest-O-Lite,’ and placing them, either 
directly or indirectly, upon the market, they were thereby enabled, 
fraudulently, to secure business which they otherwise could not have 
gotten, and to reap the benefit of the system and business which the 
complainant, by industry and an expenditure of a large amount of 
money, had built up, and to which it was entitled. This constitutes 
almost as flagrant an example of unfair competition as it is possible 
to imagine. 

There is another aspect of the case in which the complainant 
may be seriously injured unless the defendants are compelled to 
obliterate the words “Prest-O-Lite” from all tanks refilled by them 
and bearing those words, namely: 

“It is part of the complainant’s system to replace a tank which has 


become worn out or damaged with another fully charged, at the same 
price as it charges a holder of an exhausted tank for one filled.” 


The inducement for the complainant to do this is the profit 
which would inure to it from refilling exhausted tanks. If these 
exhausted tanks are refilled from time to time by the defendants, 
the complainant would lose this profit and, when any such tank had 
become damaged or worn out, the complainant would be required 
to furnish a new one in its place, because it would have no way of 
ascertaining whether it had been refilled at any time by others. In 
this way it is conceivable that considerable damage might result to 


the complainant. This feature was considered by the Circuit Court 








488 NINE TRADE-MARK REPORTER 


of Appeals in Searchlight Gas Co. v. Prest-O-Lite Co., as a sufficient 
ground upon which to require the obliteration of the word “Prest- 
Q-Lite” from any tanks filled by the defendants in that case. I do 
not deem it necessary to base my decision in this case upon that 
ground, because it seems entirely clear to me that complainant is 
entitled to the relief granted by Judge Cross, upon the theory of 
unfair competition. 

The defendants, in their answer, challenge the jurisdiction of 
the court on the ground that the value of the matter in controversy 
is below the jurisdictional amount. The answer alleges: 


“The amount to which the complainant has been damaged and injured 
by the defendants’ acts, if at all, cannot exceed $500.” 


In the brief filed, counsel has contented himself with the mere 
statement that— 

“It is inconceivable that the amount in controversy is large enough 
to give jurisdiction by adverse citizenship.” 

He has made no argument to support this. It is not clear upon 
what theory he bases his contention. It is entirely well settled that 
in a suit for an injunction the value of the matter in dispute is not 
tested by the mere immediate pecuniary damage resulting from the 
acts complained of, but by the value to the complainant of the busi- 
ness or property right for which protection is sought. Hunt v. New 
York Cotton Exchange, 205 U. S. 322, 27 Sup. Ct. 529, 51 L. Ed. 
821; Bitterman v. Louisville & Nashville R. R., 207 U. S. 205, 28 
Sup. Ct. 91, 52 L. Ed. 171, 12 Ann. Cas. 698. Judged by this 
standard, the matter in controversy in the present suit far exceeds 
the jurisdictional amount. 

There will be a decree for the complainant, with costs, the in- 


junction to be in the same form as that granted by Judge Cross. 
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Prest-O-Litre Co. v. BouRNONVILLE, ET UX. 
(260 Fed. Rep. 442) 


United States District Court for the District of New Jersey 


March 12, 1915 


1. Unrain Competirion—AccountTING For Prorirs. 

In strictly unfair competition cases, as distinguished from cases 
of infringement of technical trade-marks, the injured party is not 
entitled to recover profits as of right, but courts of equity may, upon 
what seems to them sufficient grounds, include in their decrees an 
accounting for profits as well as an award of damages. 
Trape-Marks—INFRINGEMENT—ACCOUNTING FoR Prortts. 

In case of an infringement of a technical trade-mark, the owner 
thereof is entitled, not only to protection from further trespass, but 
to the recovery of all the profits realized by the infringer from the 
sale of articles under color of the infringing trade-mark, as an inci- 
dent to and part of his property right. 

3. Trape-Marks—InrrinceMeNtT—REFILLING AND SELLING RECEPTACLES 

Bear1nGc Trape- Mark. 

Where defendants acquired acetylene gas tanks, originally manu- 
factured and put out by complainant and bearing complainant’s 
trade-mark, refilling them and placed them on the market, their acts 
constituted not only unfair competition, but also an infringement of 
complainant’s trade-mark. 


bo 


Suit in Equity. On motion to modify interlocutory decree. 
Denied. 
See 9 T. M. Rep. 441. 


Winter & Winter, of New York City, for complainant. 
W. P. Preble, of New York City, for defendants. 


Haieut, District Judge: The defendants seek to have modi- 
fied that part of the interlocutory decree, entered herein on Novem- 
ber 11, 1914, which adjudged that the complainant recover from the 
defendants all of the profits, gains and advantages which the latter 
had derived from the sale of gas cylinders or tanks bearing the 
trade-mark “Prest-O-Lite,’ and containing any other material than 
that prepared and placed therein by the complainant. It is urged 


that the defendants should respond only for the damages suffered by 
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the complainant, because the basis of the decree was not an infringe- 
ment of a technical trade-mark, but unfair competition on the part 
of the defendants. In support of this contention, the recent decision 
of the Circuit Court of Appeals of the Third Circuit in P. LE. 
Sharpless Co. v. Lawrence, 213 Fed. 423, 130 C. C. A. 59 [4 T. M. 
Rep. 333], is relied upon. 

At the time the interlocutory decree was settled and signed, no 
objection was made on behalf of the defendants to an accounting 
for profits; it apparently being assumed that such was entirely 
proper, if the acts of the defendants warranted the injunction 
ordered by the decree. Subsequently the before-mentioned opinion 
of the Circuit Court of Appeals came to the attention of counsel for 
the defendants and then this motion was made. 

Defendants’ contention, that the decree was made on the theory 
of unfair competition, is unquestionably correct. As the acts com- 
plained of constituted, in the judgment of the court, unfair competi- 
tion, it was not considered necessary to determine whether the 
complainant’s trade-mark, ‘“‘Prest-O-Lite,” was valid, and whether 
the defendants’ acts were an infringement of it, especially as coun- 
sel for the defendants, at the argument, relied entirely upon the 
authorities cited in the memorandum heretofore filed in this matter. 
Although this trade-mark had been registered in the Patent Office, 
it was quite clear that the remedies provided in the Trade-Mark 
Act of February 20, 1905 (33 Stat. 724, c. 592, § 16 et seq. [Comp. 
St. § 9501 et seg.|), were not available to the complainant in this 
suit, because there was no evidence of the use by the defendants of 
the registered trade-mark in commerce among the several states, 
or with a foreign nation, or with the Indian tribes. 

Whatever may be the rule in other circuits regarding the lia- 
bility of a wrongdoer to account for profits, in strictly unfair com- 
petition cases, as distinguished from cases of infringement of tech- 
nical trade-marks (see Wolf Bros. v. Hamilton-Brown Shoe Co., 
206 Fed. 611, 616, 124 C. C. A. 409 [3 T. M. Rep. 415], certiorari 
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allowed by Supreme Court 231 U. S. 756, 34 Sup. Ct. 323, 58 L. 
Ed. 468, and cases there cited), and whatever may have been here- 
tofore considered to be the rule in this circuit (see Rowley v. Row- 
ley, 193 Fed. 390, 113 C. C. A. 386 [2 T. M. Rep. 261]), it is 
" now settled, so far as this circuit is concerned (P. E. Sharpless Co. v. 
Lawrence, supra), that the injured party is not entitled as of right 
to recover profits in cases of strictly unfair competition, but that in 
such cases courts of equity “may, upon what seems to them sufficient 
grounds, include in their decrees an accounting of profits as well as 
an award of damages.’ As to what are considered sufficient grounds, 
I think, quite clearly appears from the remarks of Judge Gray in the 
case last cited (213 Fed. 426, 1830 C. C. A. 62 [4 T. M. Rep. 337]), 
viz.: 

“It is true, however, as contended by the plaintiffs below, that courts 
of equity, in granting injunctive relief in cases of unfair competition, have 
sometimes decreed that the plaintiffs should recover of defendant, not 
only damages, but the profits, gains and advantages that have accrued to 
the defendant by reason of his unfair competition. Such an enlargement 
of the scope of the decree is generally made on the ground that the unfair 
competition is adjudged to have been willful and fraudulent, and the re- 


covery of profits in such cases is a punitive addition to the ordinary decree 
of compensatory damages.” 


It thus appears that profits are allowed, as a punishment for 
illegal acts. The evidence in the case at bar is quite meager, but I 
cannot find from it that the acts of the defendant were of such a 
character as to warrant the imposition of a punishment, other than 
which follows from compensating the complainant for the losses 
which it has sustained. It is, however, entirely well settled that, 
so far as an infringement of a technical trade-mark is concerned, 
the owner thereof is entitled, not only to protection from further 
trespass, but to the recovery of all the profits realized by the in- 
fringer from the sale of articles under color of the infringing trade- 
mark, as an incident to and part of his property right. P. E. Sharp- 
less Co. v. Lawrence, supra; Rowley v. Rowley, supra. The decree 
in question is broad enough to protect any infringement of the com- 


plainant’s trade-mark. That the complainant is the owner of the 
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common-law trade-mark “‘Prest-O-Lite” and that it is a valid trade- 
mark, has not been seriously contested and will be so adjudged in 
this case. 

As the complainant is entitled to an accounting for profits, if 
there has been an infringement of its trade-mark, and as I have 
determined that it is not entitled to such an accounting, under the 
circumstances of this case, for strictly unfair competition, I think 
it proper to determine whether the defendants’ acts did constitute, 
in addition to unfair competition, an infringement of the trade-mark. 

Among the cases cited in the original opinion filed in this 
matter, it was held in Prest-O-Lite Co. v. Avery Lighting Co. (C. 
C.), 161 Fed. 648, and in Searchlight Gas Co. v. Prest-O-Lite Co., 
215 Fed. 692, 131 C. C. A. 626 [4 T. M. Rep. 273], and in Prest- 
O-Lite Co. v. Bogen (C. C.), 209 Fed. 915, that the acts of the 
respective defendants constituted infringement of the complainant's 
‘trade-mark. The acts of the defendants in those cases, as far as 
can be gathered from the reported opinions, do not materially differ 
from those of the defendants in this case. The decision of the 
Circuit Court of Appeals in Prest-O-Lite Co. v. Davis, 215 Fed. 
349, 131 C. C. A. 491 [4 T. M. Rep. 419], seems to proceed upon 
the theory that the defendants had been guilty of unfair trade. 
Whether there was an infringement of the trade-mark does not 
seem to have been considered. It is impossible to ascertain, from 
the opinion in Prest-O-Lite Co. v. Post & Lester (C. C.), 163 Fed. 
63, whether the court proceeded on the theory that the defendants’ 
acts constituted unfair competition or an infringement of a technical 
trade-mark. It does appear, however, that the decision in the Avery 
Lighting Company Case was followed. 

What the defendants did in the case at bar was to fill tanks 
bearing the complainant’s trade-mark ‘“Prest-O-Lite,” and originally 
placed on market by the complainant, with acetylene gas manufac- 
tured by them, and either sell or distribute them for sale among 


automobile supply dealers. It would unquestionably constitute an 
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infringement of the complainant’s trade-mark, if the defendants had 
acquired tanks similar to those of the complainant, had caused to be 
inscribed thereon the trade-mark “Prest-O-Lite” and had then sold 
them, filled with gas of their own manufacture. I cannot see that 
a situation different in principle is presented when they acquired 
tanks, originally manufactured and put out by the complainants 
and bearing the trade-mark, filled them, and placed them on the 
market for sale. The refilling of receptacles on which a trade-mark 
is inseribed, with a product different from that of the owner of the 
trade-mark, and offering them for sale, has been quite uniformly 
held to constitute an infringement of a trade-mark. Van Hoboken 
v. Mohns & Kaltenbach (C. C.), 112 Fed. 528; Pontefact v. Isen- 
berger (C. C.), 106 Fed. 499; General Electric Co. v. Re-New 
Lamp Co. (C. C.), 128 Fed. 154. 

While there is no evidence in this case that the defendants 
directly sold the tanks so refilled by them to the automobilists, the 
evidence is uncontradicted that they did fill them for various auto- 
mobile dealers, and that the latter sold them to automobilists as 
genuine ‘“Prest-O-Lite’” tanks. I have already found that the de- 
fendants had knowledge of the practice of the dealers, and for that 
matter were actually participants therein. I conclude, therefore, 
that the defendants’ acts, which were the subject of complaint in 
this suit, constituted not only unfair competition, but also an in- 
fringement of the complainant’s common-law trade-mark. 

It follows from this conclusion that the complainant is entitled 
to an accounting of the profits realized by the defendants from the 
refilling and selling of the tanks bearing the complainant’s trade- 
mark, except in cases where they have refilled them directly for 
automobilists for their individual use. The interlocutory decree is 
not broad enough to embrace the excepted class. 

The motion to modify the decree will therefore be denied. 
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Prest-O-Lite Co. v. BouRNONVILLE, ET UX. 
(260 Fed. Rep. 446) 


United States District Court for the District of New Jersey 
October 18, 1916 


— 


Trape-Marks—INFRINGEMENT—LiaBILITY OF JoINT Parties. 

Where profits resulting from a business involving the infringement 
of a trade-mark have been realized by persons jointly, either as 
partners or otherwise, they are jointly liable to the owner of the mark 
for such profits. 

2. Trape-Marks—INrriInGeEMENT—DETERMINATION OF Prorirs Dvr to 

Use or Trape-Mark. 

Where defendants have realized profits through marketing a 
product in such manner as to infringe plaintiffs’ trade-mark, and it 
is impossible for plaintiffs to show what proportion of the profits is 
attributable to the use of the trade-mark, and what proportion, if any, 
to other causes, the burden is cast upon the defendant to show what 
part is due to causes other than the use of the trade-mark. 

3. 'Trape-Mark—INFrRINGEMENT—LIABILITY OF STOCKHOLDERS OF INFRING- 
1NG CorPorATION To AccouNT For Prorits. 

The stockholder of a corporation which has realized profits through 
the infringement of another trade-mark, is liable to account only for 
the profits in which he has participated. 


Suit in Equity. On exceptions to special master’s report on 
accounting. Report sustained in part and overruled in part. 
See 9 T. M. Rep. 441. 


Keyes Winter, of New York City, for complainant. 
W. P. Preble, of New York City, for defendants. 


Haieut, District Judge: In the order of reference the master 
was directed to state and report the profits realized by the de- 
fendants up to and including the 18th of July, 1913, and the amount 
derived after that time. For the first period he has assessed against 
the defendants the sum of $3,541.45, and for the latter the sum of 
$9,340. As the relationship of the parties towards each other, and 
their connection with the business in which the profits were realized, 
were different during the two periods, it is necessary to consider the 
two awards separately. No objection is made to the amounts which 


the master found had been realized by some one during the re- 
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spective periods ; but it is primarily insisted that he was not justified, 
under the evidence, in finding that any profits had accrued to the 
defendant Camille Bournonville during the first period, because he 
testified that he then had no interest in the business; it having been 
a partnership composed of his wife, Ida Bournonville, and one 
Lewis Stever. 

It was agreed between counsel at the argument that the record 
and testimony in the case of Commercial Acetylene Company and 
Prest-O-Lite Company v. Bournonville had, by stipulation of coun- 
sel, been considered by the master as part of the record in the case 
at bar. Considering that testimony in connection with the evidence 
given by Bournonville on the accounting proceedings in this suit, 
I think that the master was justified in finding, as he undoubtedly 
did, that up until the Ist day of July, 1913, the business had been 
conducted by Camille Bournonville jointly with Ida Bournonville ; 
that, if there did not ostensibly exist between them a partnership, 
the venture in which they were engaged was a joint one. The ver- 
sion of his connection with the business, given in the present suit, 
is so inherently improbable as to be absolutely unworthy of belief. 
In the Commercial Acetylene suit he sought, jointly with his wife, 
to recover from the present plaintiff, by way of damages, the profits 
which they would have realized from the same business as that in 
which he now claims that he had no interest, and of which profits 
they were jointly deprived by the injunction in that suit. All of 
his testimony in that suit indicated that he was jointly interested 
in the business with his wife; also in the present case, in one part 
of his testimony, he testified, “Mrs. Bournonville and Lewis Stever 
and myself recharged tanks at 43 Herman Street for a period of 
one year’; that period being from the time that the business was 
begun until the injunction in the patent suit was issued. 

It also appears from his testimony that when the corporation 
was formed, in July, 1913, $5,000 worth of stock (each share being 


of the par value of $100) was issued; that 250 of such shares were 
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subsequently turned over to a Mr. Lawrence, one of the incor- 
porators, for cash, and the remaining 250 shares divided between 
Camille Bournonville and his wife; that the property for which the 
stock was so issued had been acquired from the profits realized in 
the business which had been theretofore carried on at 43 Herman 
Street. It is true that Bournonville further testified that he had 
carried on a welding business at that place, and that the stock 
which was issued to him represented the value of his welding busi- 
ness. But, of course, this testimony must be considered with all 
of the rest; and, as before stated, I think that the master was un- 
doubtedly justified in finding that Camille Bournonville was jointly 
interested in the unlawful business with his wife. A careful reading 
of his testimony in both suits, indicates that he would not hesitate 
to testify as would best suit his interest, without regard to the actual 
facts. The profits having been realized by them jointly, either as 
partners or otherwise, and a debt thus created in favor of the plain- 
tiff, on the theory of a trust ex maleficio, it needs no argument to 
demonstrate that they are jointly liable to the plaintiff for the same. 
I find, therefore, that in this aspect of the case there was no error 
on the master’s part in assessing the damages for the first period 
against them jointly. 

But it is further urged that the master was not justified in 
attributing any part of the profits thus realized to the use of the 
trade-mark. With this contention I am unable to concur. It hav- 
ing been found that, in marketing their product in the way which 
they did, the defendants were infringing plaintiff's trade-mark, it 
follows that the latter was entitled to the profits realized on such 
infringing sales, due to the use of the trade-mark. The profits on 
such sales having been shown, and it being inherently impossible 
for the plaintiff to show what part of them was attributable to the 
use of the trade-mark, and what part, if any, to other causes, the 


burden was then cast upon the defendants to show what part, if any, 


was due to causes other than the use of the trade-mark. Hamilton- 
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Brown Shoe Co. v. Wolf Bros., 240 U. S. 251, 36 Sup. Ct. 269, 
60 L. Ed. 629 [6 T. M. Rep. 169]. See, also, Westinghouse Co. 
v. Wagner Electric & Mfg. Co., 225 U. S. 604, 614, et seq., 32 
Sup. Ct. 691, 56 L. Ed. 1222, 41 L. R. A. (N. S.) 653. No at- 
tempt was made by the defendants to do so. The master, therefore, 
was clearly justified in awarding all of the profits of the business 
to the plaintiff. 

As to the first period of time, therefore, the master’s report 
will be confirmed, and a decree awarded the plaintiff against the 
defendants jointly for the sum of $3,541.45 and costs. 

As to the second period of time, a decidedly different state of 
affairs is presented. On July 1, 1913, the business which had there- 
tofore been carried on by the Bournonvilles was incorporated, and 
through the corporation other persons acquired a substantial in- 
terest therein. The business was thereafter carried on by the cor- 
poration, but very largely under the management and control of 
Camille Bournonville. For the period of time after the incorpora- 
tion until the Bournonvilles severed their connection with the cor- 
poration, the master has found that $9,340 was realized in profits. 
All of this sum he has assessed jointly against the two Bournonvilles. 


The theory upon which he did so has not been made to appear, 


except rather vaguely and quite unsatisfactorily, in the oral argu- 


ment of counsel for the plaintiff. It cannot be presumed, in the 


absence of positive proof, that two stockholders of a corporation, 
who own only one-half of its capital stock, received all of the profits 
of the business which the corporation conducted. There is no proof 
to that effect. In a suit such as this the defendants are liable to 
account for such profits only as have accrued to themselves, and not 
for those which have accrued to another and in which they have 
had no participation. Belknap v. Schild, 161 U. S. 10, 25, 16 
Sup. Ct. 448, 40 L. Ed. 599; Clark Thread Co. v. William Clark 
Co., 55 N. J. Eq. 658, 37 Atl. 599. 


It follows, therefore, that the master’s report awarding profits 
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subsequently turned over to a Mr. Lawrence, one of the incor- 
porators, for cash, and the remaining 250 shares divided between 
Camille Bournonville and his wife; that the property for which the 
stock was so issued had been acquired from the profits realized in 
the business which had been theretofore carried on at 43 Herman 
Street. It is true that Bournonville further testified that he had 
carried on a welding business at that place, and that the stock 
which was issued to him represented the value of his welding busi- 
ness. But, of course, this testimony must be considered with all 
of the rest; and, as before stated, I think that the master was un- 
doubtedly justified in finding that Camille Bournonville was jointly 
interested in the unlawful business with his wife. A careful reading 
of his testimony in both suits, indicates that he would not hesitate 
to testify as would best suit his interest, without regard to the actual 
facts. The profits having been realized by them jointly, either as 
partners or otherwise, and a debt thus created in favor of the plain- 
tiff, on the theory of a trust ex maleficio, it needs no argument to 
demonstrate that they are jointly liable to the plaintiff for the same. 
I find, therefore, that in this aspect of the case there was no error 
on the master’s part in assessing the damages for the first period 
against them jointly. 

But it is further urged that the master was not justified in 
attributing any part of the profits thus realized to the use of the 
trade-mark. With this contention I am unable to concur. It hav- 
ing been found that, in marketing their product in the way which 
they did, the defendants were infringing plaintiff's trade-mark, it 
follows that the latter was entitled to the profits realized on such 
infringing sales, due to the use of the trade-mark. The profits on 
such sales having been shown, and it being inherently impossible 
for the plaintiff to show what part of them was attributable to the 
use of the trade-mark, and what part, if any, to other causes, the 
burden was then cast upon the defendants to show what part, if any, 
was due to causes other than the use of the trade-mark. Hamilton- 
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Brown Shoe Co. v. Wolf Bros., 240 U. S. 251, 36 Sup. Ct. 269, 
60 L. Ed. 629 [6 T. M. Rep. 169]. See, also, Westinghouse Co. 
v. Wagner Electric & Mfg. Co., 225 U. S. 604, 614, et seqg., 32 
Sup. Ct. 691, 56 L. Ed. 1222, 41 L. R. A. (N. S.) 653. No at- 
tempt was made by the defendants to do so. The master, therefore, 
was clearly justified in awarding all of the profits of the business 
to the plaintiff. 

As to the first period of time, therefore, the master’s report 
will be confirmed, and a decree awarded the plaintiff against the 
defendants jointly for the sum of $3,541.45 and costs. 

As to the second period of time, a decidedly different state of 
affairs is presented. On July 1, 1913, the business which had there- 
tofore been carried on by the Bournonvilles was incorporated, and 
through the corporation other persons acquired a substantial in- 
terest therein. The business was thereafter carried on by the cor- 
poration, but very largely under the management and control of 
Camille Bournonville. For the period of time after the incorpora- 
tion until the Bournonvilles severed their connection with the cor- 
poration, the master has found that $9,340 was realized in profits. 
All of this sum he has assessed jointly against the two Bournonvilles. 


The theory upon which he did so has not been made to appear, 


except rather vaguely and quite unsatisfactorily, in the oral argu- 


ment of counsel for the plaintiff. It cannot be presumed, in the 
absence of positive proof, that two stockholders of a corporation, 
who own only one-half of its capital stock, received all of the profits 
of the business which the corporation conducted. There is no proof 
to that effect. In a suit such as this the defendants are liable to 
account for such profits only as have accrued to themselves, and not 
for those which have accrued to another and in which they have 
had no participation. Belknap v. Schild, 161 U. S. 10, 25, 16 
Sup. Ct. 448, 40 L. Ed. 599; Clark Thread Co. v. William Clark 
Co., 55 N. J. Eq. 658, 37 Atl. 599. 


It follows, therefore, that the master’s report awarding profits 
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against the defendants jointly during the latter period of time can- 
not be confirmed, and the exceptions to that part thereof must be 
sustained. The matter will, however, be re-referred to him, to make 
a new report in accordance with the conclusions here announced, 
and additional testimony may be taken. He shall make an award 
of profits against the two defendants separately, not jointly, and 
only to the extent of the profits of the corporation which they have 
individually and respectively received. 


[Nore: This case and the two preceding have just been reported. See 
also Prest-O-Lite Co., Inc., v. Acetylene Welding Co., et al., 9 T. M. Rep 
441.] 


THE Vogue Company v. BRENTANO’s AND ARTHUR BRENTANO 
United States District Court for the Southern District of New York 


November 10, 1919 


1. ‘Trape-MarkK—Name or Periopicat—‘Vocvue.” 

The word “Vogue,” when used as the name or title of a periodical 
publication, the contents of which have chiefly to do with fashions in 
women’s dress, but which give space to other subjects of general in- 
terest such as home decoration, architecture, art and the stage, is a 
valid trade-mark at common law. 

Trape-Marxs—Descriptive Worps—“Voeve.” 

While the word “Vogue” is to a certain degree a descriptive name 
and a word publici juris, it is not so descriptive of the character of 
complainant’s publication, the magazine “Vogue” as to preclude its 
use as a trade-mark at common law. 
Trave-Marks—InFrincemMeNtT— Use or TirLe oF PusLicarion. 

Complainant, publisher of the magazine “Vogue,” is entitled to 
a preliminary injunction restraining defendants from publishing or 
selling a magazine under the name “La Vogue Parisienne,” upon the 
ground that use of the word “Vogue” in the title of another periodical 
constitutes an infringement of complainant’s trade-mark. 


to 


Gannert v. Rupert, 127 Fed. 962, followed and approved. 
In Equity. Upon motion for preliminary injunction. Granted. 


Macdonald DeWitt, of New York City, for plaintiff. 
Sackett, Chapman and Stevens, of New York City (Edward 
L. Stevens, of counsel), for defendants. 
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Knox, D. J.: For upwards of twenty-seven years the plain- 
tiff and its predecessors in interest have published a magazine by 
the name of “Vogue.”” This periodical is issued twice a month and 
has acquired an American circulation of more than 150,000 copies 
per issue. It is also published in two or more places abroad, where 
it has a circulation of 55,000 copies per issue. 

The contents of the publication have chiefly to do with fashions 
of women’s dress, and these fashions purport to represent the best 
and most up-to-date creations of those who design (principally in 
Paris) the ever-changing articles of women’s dress. In addition, 
however, to the characteristic feature alluded to, the magazine gives 
space to other subjects, among which may be mentioned home dec- 
oration and architecture, art and the stage. It carries a great 
variety of advertising, from which is derived a gross annual income 
in excess of one million dollars. 

The magazine is published upon pages of ten by thirteen 
inches in size, and the pages per issue vary in number from 160 
to 208. The selling price is thirty-five cents per copy. 

The name or trade-mark of “Vogue” was registered February 
7, 1893, again June 16, 1908, and finally May 20, 1919. 

Very recently the defendants have begun the circulation within 
the United States of a publication bearing the title or name of 
‘La Vogue Parisienne.” This publication differs materially in size 
and appearance from the magazine known as “Vogue.’’ The sale 
price of “La Vogue Parisienne” is $2.00 per copy, and it is the 
expressed intention of its publishers to produce ten issues per year. 
It relates entirely to fashions, and its pages are in the form of 
loose sheets, upon which are printed handsomely illustrated figures 


which purport to show the latest Paris fashions. Such reading 


matter as appears 





and this is largely descriptive of the fashions 
portrayed—is in French. This periodical is intended to be, pri- 
marily, a trade publication, the appeal of which is directed almost 


exclusively to those engaged in the manufacture of women’s wear. 
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Upon the cover sheet there appears the following disclosure as to 
its publishers: 


“BRENTANO’S 
Editeurs 
37, Avenue de l’Opéra 
Paris.” 

Each of the fashion plates contained therein shows the name of 
the publication together with the Paris, London and New York ad- 
dresses of the publishers. The name, however, of the latter does 
not appear on the plates. 

With a recital of the foregoing facts, which recital might per- 
haps be somewhat more amplified as to detail, the plaintiff comes into 
court and asks, pendente lite, an injunction restraining the defend- 
ants from— 

“in any way using or making use of the word, name or designation ‘Vogue’ 
as the title or part of title or as the name or part of the name of any 
magazine, periodical of other publication, from using or making use of 


said word ‘Vogue’ as part of the title of the said periodical ‘La Vogue 
Parisienne’ ”— 


and from selling the same under the title to which objection is made. 

I think it may safely be said at the outset that aside from the 
title employed, or rather the name of the periodical, the elements of 
unfair competition, which usually are present in cases of this kind, 
are largely absent. Size, appearance and general characteristics 
are so distinctive as that “La Vogue Parisienne” would not be pur- 
chased in the belief upon the part of the purchaser that he was 
getting the magazine “Vogue.’’ Nevertheless, I am forced to the 
conclusion that, once the act of purchase is complete, a stranger who 
would see the plates contained therein, with no name thereon of 
the publishers, would, if already acquainted with the authority and 
quality of the fashions ordinarily published by The Vogue Company, 
come to the belief that the plates of “La Vogue Parisienne” were 


a more elaborate and ornate showing of ‘““Vogue” fashions. I should 
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say that such belief would be not only possible, but most probable 
as well. 

It is suggested by the defendants that the plates of “La Vogue 
Parisienne” are obviously intended for framing, and it follows that 
when this is done any virtue there may be in the printing of “Bren- 
tano’s, Editeurs” on the cover page will cease to exist, and for all 
that will then appear the plates might well be conceived to be a 
colored supplement, as it were, of the magazine “Vogue.” 

But however this may be, I assume I would not have jurisdic- 
tion of the case were it not for the trade-mark feature of the litiga- 
tion, and I proceed to a very brief consideration thereof. 

The validity of the trade-mark is objected to upon the ground 
that plaintiff has no exclusive trade-mark in the word ‘‘“Vogue’’ at 
common law or under the 1893 registration. It is said in support 
of this proposition that “Vogue” is a descriptive name and not a 
proper subject for an exclusive trade-mark (except as provided in 
the Trade-Mark Act of 1905), but rather a word publici juris, 
incapable of exclusive pre-emption by any individual. 

This to a degree is true, but I do not believe that the word 
“Vogue” as applied to the name of a magazine of the character 
of complainant’s publication is so descriptive as to preclude its 
use as a trade-mark at common law. In a sense it is more or less 
descriptive, but in the use complainant makes of the word I think 
it may be said to be arbitrary and somewhat fanciful. It is not 
necessarily descriptive of a magazine making an appeal such as 
“Vogue” does to the general public of the country. A perusal of 
the table of contents of the copies offered as evidence upon this 
hearing refutes, I think, the suggestion that “Vogue” is so de- 
scriptive in character as to make it impossible for a valuable prop- 
erty right in its use for the name of a publication to be acquired. 
As to the secondary meaning that has attached itself to the word 
by reason of its exploitation by the complainant there can be no 


question. 
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The discussion of the matters involved herein might be con- 
siderably extended, but entertaining as I do the belief that the 
equities here shown justify the issuance of a preliminary injunc- 
tion, it will suffice to say that I think the case comes within the 
authority of Gannert v. Rupert, 127 Fed. Rep. 962, and the in- 
junction may issue. Bond fixed at $5,000. 


Tue R. L. Watkins Company v. THe Hitt Propvucts Company, 


ET AL, 
United States District Court for the Southern District of New York 


November 26, 1919 


1. ‘Trape-Marxs—Arpirrary Worp—“Mutsiriep.” 

The word “Mulsified” is a valid trade-mark for a cocoanut oil 
shampoo. Not being found in the dictionary, it may be said to be 
arbitrary. Though undoubtedly suggested by the word “emulsified,” 
its use would probably merely lead a purchaser to suppose that there 
was something unusual about the article to which it was applied. It 
is not, therefore, deceptive. 

2. Uwnram Competition—Use or Simicar Descriptive Worps—Mutsiriep” 
anv “EMULSIFIED.” 

Where plaintiff's cocoanut oil shampoo, widely advertised and 
used by the public for a number of years, was described on the labels 
as “Mulsified,” and defendants later endeavored to sell in the market 
created by plaintiff’s advertising a similar preparation which they de- 
scribed as “Emulsified,” defendants were guilty of unfair competition. 

3. Uysram Comprtition—Passtnc Orr One’s Goons as ANoTHER’s—MEANS 

Usep. 

One who passes off his goods as those of another is guilty of un- 
fair competition, whatever the means used. If that is the purpose and 
effect of what is done, the result is the same, although the defendant, 
in so passing off his goods, employs terms which describe them truly. 


Sent in Equity. 


Archibald Coz, of New York City, for plaintiff. 
Grover M. Moscowitz, of Brooklyn, N. Y., for defendants. 


Rose, District Judge: Plaintiff charges unfair competition and 


infringement of a federally registered trade-mark. It is a cor- 
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poration of Ohio. Defendants are citizens or corporations of other 
states. The amount in controversy exceeds $3,000. Plaintiff uses 
its trade-mark in inter-state commerce and defendants employ in 
like commerce the mark which plaintiff says is an infringement. All 
of them make and sell a cocoanut oil shampoo. 

The plaintiff went into the business five or six years ago; it 
at that time adopted and promptly registered as its trade-mark the 
word “Mulsified”’ because, as it alleges, that word sounded well and 
meant nothing. It is not to be found in the dictionary and from 
that standpoint was purely arbitrary. Undoubtedly it was sug- 
gested by the word “emulsified,” and in all probability it was chosen 
because it was likely to lead the purchaser to suppose that the 
preparation had been subjected to some peculiar treatment which 
gave it properties out of the common. If such a purchaser. stopped 
to think about the matter at all he would have been likely to con- 
clude that the process, whatever it was, may have had some relation 
to emulsification, but differed from it in some respect. The product 
sold was not an emulsion and, except in a very strained sense, had 
never been one. 

Defendants contend that the use of the word “Mulsified” on 
plaintiff's labels was a fraud upon the public and cannot be sus- 
tained. It is probable enough that the purchaser may suppose that 
there was something much more unusual about the shampoo than 
was the case, but as much can be said about most proprietary ar- 
ticles of every kind. ‘‘Mulsified’” was a valid trade-mark, and plain- 
tiff was its owner. This preparation has been advertised exten- 
sively and expensively; in the last twelve months plaintiff has spent 
$340,000 in bringing it before the public eye and keeping it there. 
Its sales have been large and doubtless highly profitable. In 1916 
defendants, or some of them, began to put their shampoo on the 
market at first in a small way and more recently to a rapidly in- 
creasing extent. They called it “Emulsified’’ and have advertised 


that word largely. It was no more emulsified than is plaintiff's 
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product and from every material standpoint the word emulsified 
is as arbitrary in connection with it as mulsified is with the prepara- 
tion of the plaintiff. The circulars issued by the defendants to the 
trade and the statement of the defendant Glennon, who controls 
the corporate defendants and directs the operations of the co-part- 
nership, demonstrate, that from the first he and they planned to 
sell their goods in the market created by plaintiff's advertising. 
They have done everything they hoped they could safely do to sell 
their wares to purchasers who wanted plaintiff's and supposed they 
were getting them. The evidence shows that many retailers gave 
defendants’ preparations to customers who intended to ask for 
plaintiff's, and thought it was plaintiff's they bought. A clearer 
case of premeditated and persistently pushed unfair competition is 
not often presented. 

The pretense that the word ‘“Emulsified,’ which was made so 
prominent in the display of defendants’ product, is descriptive of 
it, is untrue in fact in any ordinary use of language. If it were 
otherwise, their employment of it would be no less a deception. 
As Lord Macnaughton pointed out in Reddaway v. Banham, App. 
Cas. (1896) 199, one may pass off his goods as those of another 


under the guise of “imparting accurate and possibly interesting 


information.”” The article which he sold is no better for having 


once been emulsified, if it ever was, and nobody ever supposes that 
it has been improved thereby. One who with intent to deceive 
tells what is true in a sense in which he knows it will not be under- 
stood, is not a whit better than is he who affirms something which he 
knows to be false in every aspect. In the class of case now before 
the court the wrong consists in the passing off of one man’s goods 
as those of another. If that be the purpose and the effect of what is 
done, it matters not what means are used. Each particular act may, 
if done for a legitimate purpose, be within the lawful rights of the 
defendants, but if the intent is to deceive purchasers and what they 
do is well calculated to achieve that end, they are committing a 
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fraud which the courts will check. In the case at bar it matters 
not that the word “Emulsified’” is a common word open to all or 
that plaintiff's advertising literature, not having been copyrighted, 
may be freely reproduced. Defendants have for the purpose of de- 
ceiving the public, and to the plaintiff’s hurt, used that word and put 
upon their labels phrases which plaintiff's advertising has identified 
with its wares in the minds of the would-be purchasers. 

It follows that defendants must be forbidden to use the word 
‘Emulsified” in connection with their preparation or to copy plain- 


tiff’s phrases upon their labels. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Amendment 


Newton, C.: A statement may be amended to overcome the 


objection of ambiguity.’ 


WuiteHeaD, A. C.: The petition to register a trade-mark for 
rice is denied for the present, an amendment accompanying the 
petition not being responsive, since it states that affidavits are to 
be filed in support of applicant’s contention as to the registrability 
of its mark. If these affidavits are to be filed, they should be filed 


promptly.° 


Wuireneap, A. C.: When an amendment such as this case 
requires is presented, the question of revival will be further con- 
sidered. At present the petition is denied.* 

‘Ex parte, Burlington Vinegar & Pickle Works, 130 Ms. Dec. 471, 
May 10, 1919. 


* Ex parte, W. T. Welisch & Co., Inc., 131 Ms. Dec. 374, July 25, 1919. 
‘Ex parte, Oluf Poulsen, 131 Ms. Dec. 427, Aug. 5, 1919. 
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Cancellation 


Newton, C.: M. E. Greenfield Co. has made application for 
the cancellation of the trade-mark of Ivan Frank & Co. They 
consent. No limit of appeal being set, and the consent being con- 
sidered a waiver, the registration is cancelled.* 


Wuiteneap, A. C.: A petition was filed seeking the cancel- 
lation of the mark “Marinello,”’ registered for cosmetics. It ap- 
peared that petitioner had merely applied the word to a system of 
beauty culture. A mere statement that petitioner deems himself 
injured is not sufficient (McIlhenny’s Son v. New Iberia Extract of 
Tobasco Pepper Co., Ltd., 133 O. G. 995, 30 App. D. C. 377). 
Obviously no suit could be maintained upon the use of the word in 
the manner indicated, as in Hydraulic Press Brick Co. v. Hocking 
Valley Products Co., 120 Ms. Dec. 196 [7 T. M. Rep. 155]. The 
statute simply forbids the registration of a mark which is “merely” 
the name of an individual. ‘Marinello” is said to be the name of 
a famous French doctor who lived some centuries ago. The mark 
is not, therefore, one which everybody has a right to use, irre- 
spective of prior use by another. A mere allegation that the peti- 
tioner has the same right to use the mark as any other member of 
the public is not sufficient (Underwood Typewriter Co. v. A. B. Dick 
Co., 36 App. D. C. 175 [1 T. M. Rep. 35]).° 


Newton, C.: Appeal from a decision of the examiner of in- 
terferences recommending the cancellation of a trade-mark consist- 
ing of a diamond enclosing the letter “D,’’ prominently displayed, 
and surrounded by the words “The P. W. Drackett & Sons Com- 
pany,” less prominently displayed, registered for washing soda. 


caustic soda, etc. 


*M. E. Greenfield Co. v. Ivan Frank & Co., 131 Ms. Dec. 107, June 
2, 1919. 
° Skene v. The Marinello Co., 131 Ms. Dec. 257, July 1, 1919. 
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The Diamond Alkali Company proved use of the letter “D” 
in a diamond border for soda ash since 1912. The records show 
that the application of the Drackett Co. had been refused on a prior 
registration to the Solvay Process Co. The Drackett Co. introduced 
a letter from the Solvay Co., in which the latter stated that it would 
not object to the former’s continued use of the mark. The Drackett 
Co. contended that this acted as a transfer of the right. But a 
trade-mark can be transferred only with the business in connection 
with which it is used. The Drackett Co. must, therefore, rely on 
its own use of the mark, which certainly began not earlier than 
1913. A party cannot sustain a cancellation proceeding by showing 
that a third party used the mark prior to the registrant (Standard 
Brewery Co. v. Interboro Brewing Co., 222 O. G. 728, 44 App. 
D. C. 193 [6 T. M. Rep. 139]). The fact, therefore, that the 
Solvay Process Co. was the first user of “D” enclosed in a diamond 
for goods of this class is immaterial to the issue of this case, and 
that conclusion is not negative by the decision in Scandinavian 
Belting Co. v. Asbestos Rubber Works of America, Inc., 257 Fed. 
Rep. 937 [9 T. M. Rep. 136], the point in that case being too 
remote. 

The chemical composition of soda ash, washing soda, caustic 
soda, etc., is quite similar, and the goods are manufactured largely 
by the same manufacturer. 

The fact that the Diamond Alkali Co. had not registered its 
mark is immaterial (Electro Steel Co. v. Lindenberg Steel Co., 215 
O. G. 977 [5 T. M. Rep. 295]). It is only necessary to show in- 
jury in the sense in which the word is used in section 13 of the 
Trade-Mark Statute, and such injury is here shown. The mark 


will be cancelled.® 
Conflicting Marks 
Cray, A. C.: The examiner has refused registration of “Pride 
of Aurora” as a trade-mark for various groceries, including coffee, 


*Diamond Alkali Co. v. P. W. Drackett & Sons Co., 132 Ms. Dec. 
166, Sept. 29, 1919. 








508 NINE TRADE-MARK REPORTER 


tea, oatmeal, dried codfish, rice, canned fruits, canned salmon and 
spices, the ground of refusal being prior registration of the word 
“Aurora” to others for coffee, ete. The examiner cited also other 
“Aurora” marks registered since this applicant had registered 
“Pride of Aurora” for canned fruits, vegetables, oysters, syrup, 
mustard and the like. But these latter were improper references ; 
all they tended to show was that the Patent Office and the traders 
themselves have considered “Aurora” as a distinct mark from 
“Pride of Aurora.” 

The applicant appears to have been unmolested and unmo- 
lesting in its use of “Pride of Aurora” for some seventeen years. 
There was no opposition to the previous registration. If, notwith- 
standing the apparent long understanding that the mark is dis- 
tinguishable from “Aurora,” there should yet be a conflict, the 
matter might be inquired into by opposition or by cancellation pro- 
ceedings. 

“*‘Aurora’ means morning. ‘Pride of Aurora’ probably would be 
taken to refer to popularity in a place; but whatever its significance, there 
is enough difference to make confusion unlikely, in view of the fact that 
the public has by long usage been educated to discriminate. 

“It is to the public interest that the register be as complete as possi- 
ble, barring clear prospects of confusion. And the applicant has certain 


rights by reason of having been already on the register for eight years 
without challenge.” 


The examiner’s ruling is reversed.’ 


Cray, A. C.: The words “Red Seal” as a trade-mark for 
charcoal do not appear likely to be confused with a previously 
registered mark consisting of a black wafer, with serrated edges on 
which was written “Standard Hard Wood Charcoal,’ disclaimed. 
It is not proper to assume that the registered mark would cause 
the goods to be known as “Seal” brand charcoal, rather than “Stand- 
ard” brand charcoal; but even if it did, it seems that this would not 
be confused with the simple words ‘Red Seal,” particularly since 


a black wafer and a picture of a serrated seal have already been 


7 Ex parte, F. E. Royston & Co., Inc., 130 Ms. Dec. 289, April 7, 1919. 
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used for other marks. Doubt should be resolved in favor of the 
applicant, especially in view of the fact that the registrant of the 
older mark has stated in writing that he does not believe there is 


likelihood of confusion.® 


Newton, C.: Registration was properly refused for a mark 
for chocolates consisting of a full length picture on a box with a 
tray, the registration being opposed by Walter Baker & Co., Ltd., 
owner of the well-known mark showing a Dutch waitress with a 


tray.” 


WuiteHEAp, A. C.: Application is made to register as a 
trade-mark for wheat flour the portrait of a man with the words 
“Jean Baptiste Faribault” written below, the picture and the words 
being on a circular field, with the representation of stalks of grain 
on either side of the portrait. The registration is opposed by the 
user of the mark “Faribault Fancy.’ Both parties are located at 
Faribault, Minn. 

The prior use of the term “Faribault Fancy” was not such as 
to justify refusal to register the mark in question. The ground 
upon which an opposition is sustained when the opposer merely 
alleges use of a descriptive or geographical term which he, as well 
as any other member of the public, has a right to use, is that by 
the registration the applicant is given prima facie right to stop such 
use. It was argued that, because Jean Baptiste Faribault was the 
founder of the town of Faribault, flour used under the mark sought 
to be registered would be known as “Faribault flour.” But this 
is not the ground on which opposition in a case like the present 
can be sustained, and it is not seen how under this mark the appli- 
cant could lay any claim to the exclusive right to the term Faribault. 

It was contended that applicant’s right to register was res 
adjudicata, in view of a judgment of March 26, 1917, in opposition 


* Ex parte, Forest Products Chemical Co., 130 Ms. Dec. 404, April 23, 
1919. 

*Walter Baker & Co., Ltd., v. Chocolate Supply Shop, Inc., 131 Ms. 
Dec. 161 June 12, 1919. 
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No. 2202. It is doubtful if the strict rule contended for by the 
applicant can be applied to cases like the present. But that is im- 
material. The drawing of the mark in the case referred to con- 
tained no designation of the individual whose portrait was shown, 
and it might well have been argued that the registration of that 


mark would have given opposer a claim of right to the exclusive 
use of Faribault.’° 


Newton, A. C.: Morton E. Converse & Son Co. petition for 
the cancellation of H. C. White Co.’s mark “Kiddie Kar’ for 
children’s vehicles, on the ground that Converse & Son had used 
“Kay Dee’ on the same class of goods before H. C. White Co. 
adopted its mark. Converse & Son contend that this question was 
decided in their favor in opposition No. 2455 and was res adjudicata 
between the parties. It appears that H. C. White Co. had pre- 
viously opposed the registration by Converse & Son of “Kiddie 
Horse,” used on the same class of goods as “Kiddie Kar,” the oppo- 
sition being sustained, and that during the proceedings it was 
brought out that Converse & Son had previously used the word 
“Kay Dee” on children’s rockers, the examiner deciding that “Kay 
Dee” and “Kiddie Kar’ were so dissimilar as to be unlikely to cause 
contusion. 

In the present case the examiner of interferences granted a 
motion to strike out these facts as ground for cancellation as al- 
leged in the petition. Converse & Son contended, first, that this 
matter should not be decided on a motion to strike out, but that 
the question of res adjudicata is one which should be alleged in the 
pleadings and the proofs offered in support thereof, since if the 
higher tribunals wish to consider the question whether the motion 
to strike out was properly granted, they cannot do so without the 
facts properly pleaded; secondly, that the judgment in the opposi- 
tion proceedings was based mainly on the similarity between “Kid- 


die Kar” and “Kiddie Horse,’ and that the prior use by Converse 


” Sheffield-King Milling Co. v. Theopold-Reid Co., 131 Ms. Dec. 238, 
June 28, 1919. 
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& Son of “Kay Dee,” was not pleaded in the opposition proceed- 
ngs and, therefore, need not have been decided. 

Held, that this matter should be raised in the pleadings, rather 
than by motion to strike out, so that the whole matter may be taken 


to different tribunals and considered by them." 


Wuireneap, A. C.: The registration of “Ideal” as a trade- 
mark for threshing-machines and grain separators being opposed, 
in view of the prior registration of the same word for band-cutters 
ind self-feeders for threshing-machines, it is held that the goods 
ire not identical, and the question whether the use of the same 
mark upon the goods could cause confusion is sufficiently doubtful 


to justify the registration, in view of the consent of the registrant 


thereto (J. & Riley Carr v. The William Schollhorn Co., et al., 181 
O 265 [5 T. M. Rep. 295]).*” 
Newton, C.: Application for registration of the representa- 


tion of a calla lily, with the word “Purity” above in a diamond- 
shaped frame, for cream meal, white samp, pearl hominy, etc., 
was refused by the examiner of trade-marks because of the prior 
registrations of “Hungarian Purity,” as applied to flour, and a calla 
lily with the word “calla” above it, to be used on wheat flour. The 
examiner referred to the case of Williams v. John A. B. Kern & 
Sons, 254 O. G. 866 [8 T. M. Rep. 226], where “Success” was 
refused as a trade-mark for self-raising pancake flour and corn 
meal, when “Success” had been previously registered for flour, the 
court holding these goods to be of the same character. In the 
present case, however, there is not only a difference in goods, but 
1 striking difference in the marks, and since applications have 
ilready been granted other registrants covering the same mark, 
ised on breakfast foods, etc., and no opposition has developed, the 
nark may be registered, unless opposition does develop.’ 


" Morton E. Converse & Son v. H. C. White Co., 131 Ms. Dec. 317, 
Fuly 11, 1919. 

Ex parte, Advance Rumely Company, 131 Ms. Dec. 354, July 22, 1919. 

“Ex parte, Purity Oats Co., 132 Ms. Dec. 27, Aug. 26, 1919. 
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Newton, C.: This is an appeal from a decision of the exam- 
iner of interferences sustaining the opposition of the Cudahy Pack- 
ing Co. to the registration by the Morrison Co. of the words “Beats 
the Dutch,” over the figure of a woman dressed in Dutch garb 
spanking a child, as a trade-mark for a cleansing and scouring 
powder. Opposer is the owner of the “Old Dutch Cleanser” mark. 

The applicant points out the fact that in general appearance 
its mark is quite different from opposer’s, and contends that op- 
poser cannot monopolize “Dutch,” since its cleanser is not of Dutch 
origin, but made in America, as stated on its cans. Opposer replies 
that it makes no attempt to mislead the public, the “Dutch” idea be- 
ing fanciful, because the Dutch people are noted for the neatness of 
their homes. 

Applicant points out, further, the fact that opposer in its reg- 
istrations has limited itself to the details of its picture as its mark 
and urges that it should be held thereto. But the trend of the 
decisions indicates that where damage or injury does or may result. 
opposition may be sustained, whether opposer has registered its 
mark or not. (Natural Food Co. v. Williams, C. D., 1908, 320. 
30 App. D. C., 348; H. W. Johns-Manville Co. v. American S. P. 
Co., 1909, C. D., 425, 33 App. D. C., 224; 43 App. D. C. 270. 
See § 6, Trade Mark Statute.) 

In N. K. Fairbank Co. v. Luckel, King & Cake Soap Co., 
102 Fed. Rep. 327, “Gold Drop” was held to infringe “Gold Dust.”’ 
“American Lady” was held to infringe “The American Girl’ in 
Hamilton-Brown Shoe Co. v. Wolf Brothers & Co., 240 U. S. 251 
[6 T. M. Rep. 169], even though it was considered that the marks 
were in a sense geographical. “Beats All’’ was held to infring: 
“Knoxall” in American Lead Pencil Co. v. Gottlieb, 181 Fed. Rep. 
178; “Kitchen Queen” to infringe “Queen” and “Queen Quality” 
in B. Fischer v. Blaul, etc., 183 O. G. 219 [2 T. M. Rep. 429]; 
“Red Man” to infringe “Indian” in Ex parte, Revere Rubber Co., 
182 O. G. 509 [2 T. M. Rep. 424]; and “Velvetina” to infringe 
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“Velvelite” in Goodrich Drug Co. v. Cassada Mfg. Co., 237 O. G. 
918, 46 App. D. C. 146 [7 T. M. Rep. 275]; “Dry Shod” and 
‘Dry Socks” were held to have somewhat similar sound and similar 
idea and to conflict in Kirkendall & Co. v. Mayer Boot & Shoe Co., 
248 O. G. 769 [8 T. M. Rep. 147]; and ‘‘Mentho-Listine”’ was held 
to infringe “‘Listerine” in Lambert Pharmacal Co. v. Mentho-Listine 
Chemical Co., 247 O. G. 965 [8 T. M. Rep. 33]. In view of this 
general trend of decisions, and especially when it is remembered 
that opposer’s mark is so widely known, the opposition must be 


sustained. 4 


Newton, C.: “Highland” for ham, corned beef, and cooked 
shoulders, is refused registration because of the prior registration 
of “Highland Queen” for canned meats, beef, mutton, etc., and 
“Highland Brand,” with the picture of a Highlander, for various 


goods, including canned meat and fish.’° 


Wuiteneap, A. C.: The representation of a negro man 
dressed in conventional cook’s garb, wearing a white cap and a 
long white apron, carrying a plate of smoking cakes in one hand 
and a cake turner in the other, with the word “Sambo” above, does 


not infringe upon the well-known “Aunt Jemima” mark.’® 
Date of Use 


Wuirteneap, A. C.: A party establishing the date of actual 
use of his trade-mark is not restricted to the date alleged in the 
application (Broderick & Bascom Rope Co. v. Leschen & Sons 
Rope Co., 100 O. G. 3011; Gem Cutlery Co. v. Leach, 114 O. G. 
2089). But testimony relative to use prior to the date given in the 
application should be carefully scrutinized. In the present case, 

“Cudahy Packing Co. v. Morrison Co., 132 Ms. Dec. 56 (267 O. G. 
185), Sept. 3, 1919. 

* Ex parte, Wm. Schladerberg & Son, 132 Ms. Dec. 280, Oct. 9, 1919. 


* Aunt Jemima Mills Co. v. The Blair Milling Co., 132 Ms. Dec. 339, 
Oct. 31, 1919. 
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the testimony of the registrant, of purchasers of his goods, and of 
a tenant of a part of his shop, is held sufficient to establish the fact 
that the registrant began the actual use of his mark prior to the 


date established by the petitioner in proceedings to cancel.‘ 
Descriptive Marks 


Wuireneap, A. C.: The word “White,” with the phrase “No 
Rub in the Tub” printed within the initial flourish of the letter 
“W,” was properly refused registration as a trade-mark for soaps, 
washing powder, washing tablets and washing compounds. The 
grounds of refusal were, first, that the mark was descriptive, since 
to the ordinary purchaser it would mean “White” and nothing else 
and, second, that there existed possibility of confusion with marks 
registered by Procter & Gamble in 1882 and 1885, both of which 
show the word “White.” As to the words “No Rub in the Tub,” 
these also were descriptive and a mere advertising expression, and 
at the hearing it was admitted that they should not appear on the 
drawing.** 


Newton, C.: Appeal is taken from a decision of the examiner 
of trade-marks refusing to register “Dribrush” as a trade-mark 
for a shaving-brush holder, on the ground that it was descriptive. 
The examiner referred to two patents to show that it is the object 
of the holder to keep the brush dry when not in use. At the hearing 
the applicant exhibited a holder so constructed as to permit free 
access of air to the brush in order to dry it. 

The examiner cited Ex parte, F. Mayer Boot & Shoe Co., 
68 Ms. Dec. 177, holding ‘““Dry Sox” descriptive of shoes; F. Mayer 
Boot & Shoe Co. v. Kirkendall & Co., 122 Ms. Dec. 85 [7 T. M. 


Rep. 331], holding “Dry-Shod” for shoes descriptive; Ex parte, 
Colgate & Co., 116 Ms. Dec. 81 [5 T. M. Rep. 113], holding 


Messenger v. Carruth, 131 Ms. Dec. 350, July 22, 1919. 
* Ex parte, The Williams Soap Co., 130 Ms. Dec. 293, April 8, 1919. 
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“Rapid Shave” for soap powders descriptive; Ex parte, Estate of 
P. D. Beckwith, Inc., 252 O. G. 245 [8 T. M. Rep. 310], holding 
‘“Moistair” for heaters descriptive; and Ex parte, The Sherwin- 
Williams Co., 181 O. G. 267 [2 T. M. Rep. 380], holding ‘“Bras- 
Brite’”’ for metal polishers descriptive. 

The applicant cited the case of B. Altman & Co., 123 Ms. 
Dec. 201, 7 T. M. Rep. 560, holding “Super-easy” for upholstered 
furniture registrable; Ex parte, Fred F. Field Co., 1911, 2 T. M. 
Rep. 386, holding ‘“Tite-oke” for leather boots and shoes registrable ; 
Ex parte, Campbell Printing Press & Mfg. Co., 112 Ms. Dec. 61, 4 
T. M. Rep. 127, holding “Auto Dryer” registrable for a press; 
Ex parte, Eisendrath Co., 123 Ms. Dec. 357 [7 T. M. Rep. 602], 
holding “Standwett” registrable for leather; and several trade- 
marks which applicant contends are as descriptive as his, since his 
mark is only indirectly descriptive, the mark not being for a shav- 
ing-brush, but for a shaving-brush holder. 

Applicant’s mark is a marginal one, and numerous authorities 
might be cited for or against its allowance, and in view of this 
fact it is held that the mark may be allowed, first, by reason of the 
fact that it is not used on a brush, but on the holder, of which it 
is only suggestively descriptive; and, secondly, because the spelling 
is departed from, and an imitation of this exact word would un- 


doubtedly be enjoined. *° 





Newton, C.: The term “Hairforever’” as a trade-mark for 
a hair-tonic is not descriptive as indicating the effect of the use of 
the tonic. (See Ex parte, George D. Krusen & Son, 129 Ms.Dec. 
16 [9 T. M. Rep. 323], holding “No Hair” not registrable for a 
depilatory preparation, and Ex parte, Reilly, 114 Ms. Dec. 330 
[4 T. M. Rep. 407], holding ‘‘Everlasting,” for dyes, registrable.) 
Applicant cites “Footease” for an instep supporter (115 Ms. Dec. 
248 [5 T. M. Rep. 203]); “Hole-proof” for hosiery (190 Fed Rep. 
606 [2 T. M. Rep. 16]) and points out that even though “Hair- 


* Ex parte, Abraham L. Holtzman, 130 Ms. Dec. 395, April 15, 1919. 
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forever” is suggestive, it is such an exaggeration that it loses its 
descriptive properties, if it ever had any. Applying the decision 
in Ex parte, Boyce, et al., 199 O. G. 617 [4 T. M. Rep. 86], it is 
held— 

“the exclusive use of the word leaves open to everybody else all words use- 
ful in describing any quality or property pertaining to this particular class 
of goods.” 

It is inconceivable that anyone should attempt to describe any 
quality or composition of hair-tonic by the word “Hairforever,” 
and it is not believed that the exclusive use of “Hairforever’ will 
take away from the public any word which it would need or could 
use in describing its hair-tonic, and for this reason the word may 
be registered.*° 


Newton, C.: ‘“‘Mahogany” is refused registration as a trade- 
mark for shoe polish and dressing, on the ground that it is de- 
scriptive of color.’ 


Newton, C.: The mark “Trucker” is allowed registration 

for plows. The dictionary shows “trucker” as meaning a market 
, £ 

gardener. But it appears that there are no plows particularly 


adapted to the use of truck farmers.** 


WuirtenHeap, A. C.: The words “Keep Kold” applied to pack- 
ing boxes formed of or supplemented by heat-insulating material 
are descriptive and therefore not registrable. The mere fact that 
the word “cold” is mispelled or that the words are spelled with a 
common initial letter is not thought sufficient to justify the registra- 
tion of the mark. Applicant cites a number of marks including the 
word “cool” which have been registered, mostly for apparel. But 
the mark in question falls within the ruling of such cases as Flor- 
ence Mfg. Co. v. T. C. Dowd & Co., 178 Fed. Rep. 73, in which 

a parte, Mangan & Co., 130 Ms. Dec. 486 (263 O. G. 683), May 
10, 1919. 


1 Ex parte, S. M. Bixby & Co., 131 Ms. Dec. 189, June 19, 1919. 
# Ex parte, Lynchburg Foundry Co., 131 Ms. Dec. 276, July 7, 1919. 
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the words “Keep Clean’ were held not to constitute a technical 
trade-mark for tooth-brushes, and Ex parte, Fitzpatrick Bros., 
117 Ms. Dec. 138, in which the word “Kitchen Klenzer,” written 
with a common initial letter ““K,” were held unregistrable as applied 


to a cleaning compound.** 


WuiteHeap, A. C.: “Interlox’”’ is refused registration for 
packing goods, mailing bags, mailing boxes, etc.** 


Newton, C.: A shield having at the top an eagle with out- 
stretched wings and the words “Nulli Secundus” written across the 
shield and “Qualitas” above, was held registrable for leather, al- 
though it is the policy of the Patent Office to refuse the foreign 
equivalent of English words (In re, Bradford Dyeing Association, 
243 O. G. 1309, 46 App. D. C. 572 [7 T. M. Rep. 329]; Ex parte, 
Bohne, 4 T. M. Rep. 42; Ex parte, Grocers’ Specialty Co., 102 O. 
G. 465), and “Quality’’ has been repeatedly held unregistrable 
(Ex parte, Brackett, Shaw & Lunt Co., 124 Ms. Dee. 215 [7 T. M. 
Rep. 601]; Ex parte, Stecker Lithographic Co., 122 Ms. Dec. 367 
[7 T. M. Rep. 347]; Ea parte, F. A. Martocio Macaroni Co., 122 
Ms. Dec. 453 [7 T. M. Rep. 333]; Ex parte, The Piston Ring Co., 
124 Ms. Dec. 212). The mark as a whole is quite distinctive and 
arbitrary, and no one else would have the right to use it in the 
shape in which the applicant presented it for registration. The 
applicant need not disclaim the words “Qualitas” and “Nulli Se- 
cundus,” in view of the fact that courts have frequently upheld 
descriptive words in a foreign language (Enoch Morgan’s Sons 
Co. v. Whittier-Coburn Co., 118 Fed. Rep. 657; Potter Co. v. Miller, 
et al., 75 Fed. Rep. 656; Fairbank Co. v. Central Lard Co., 64 Fed. 
Rep. 133; Menendez v. Holt, 128 U. S. 514, 46 O. G. 971).”° 


** Ex parte, Hunt, Crawford Co., 131 Ms. Dec. 378 (267 O. G. 186), 
July 23, 1919. 


* Ex parte, International Mailing Tube & Wrapper Co., 137 Ms. Dec. 
387, July 25, 1919. 


* Ex parte, Qualitas Patent Leather Corp., 131 Ms. Dee. 399, July 
30, 1919. 
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Wuirteneap, A. C.: “Fli-Bar” as applied to window screens 
would not suggest that the screens were self-closing. It is not an 
apt way of describing such screens, The case falls within Ex parte, 
Boyce, Wheeler & Boyce, 199 O. G. 617 [4 T. M. Rep. 86]. Reg- 
istration is granted.*° 


Newton, C.: “Vogue” is refused registration as a_ trade- 


mark for dyes, as being descriptive. The word means “popular in 


repute or acceptation.” It has been refused for clothing (Ev parte, 
P. W. Minor & Son, 101 O. G. 2079).?7 


Newton, C.: The pictorial representation of a man attired 
in a suit of underwear of the closed-crotch type engaged in strapping 
a valise is registrable as a trade-mark for woven and knitted union 
suits, shirts, etc.*® 


Newton, C.: ‘‘Mormiles’” used as a trade-mark for a tablet 


to improve internal combustion fuel is not descriptive.*® 


Newton, C.: “Dri-Kure’” as a trade-mark for vulcanizers is 
refused registration as being descriptive. While “drycure” is not 
found to be actually used in trade, it is common to speak of curing 
by dry heat and by steam heat.*° 


Evidence of Prior Use 


WuirtenHeap, A. C.: Where, in proceedings to cancel a reg- 
istered mark on the ground of prior use, a witness identifies in a 
register entries which he states show orders for goods bearing 
petitioner’s trade-mark, shipped at a date prior to that established 


* Ex parte, Empire Rolling Screen Co., Inc., 131 Ms. Dec. 434, Aug. 
5, 1919. 

7 Ex parte, Charles C. Swett, 132 Ms. Dec. 53 (267 O. G. 186), Sept. 
8, 1919. 

* Ex parte, Cooper Underwear Co., 132 Ms. Dec. 165, Sept. 29, 1919. 

** Ex parte, Henry J. Lanogan, 132 Ms. Dec. 182, Sept. 30, 1919. 

* Ex parte, Western Vulcanizer Mfg. Co., 132 Ms. Dec. 377, Oct. 22, 
1919. 
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by the registrant, and a label bearing the mark and said to be 
used at a still earlier date is introduced, and it is shown that the 
use of the mark has been continuous, the evidence is sufficient to 
sustain the application for cancellation. While no witness was 
called to testify that he bought goods bearing the label shown, it 
is obvious that there was no reason for having the labels printed 


and applied to the containers of the goods, if they were merely 


to be shipped to petitioner’s branch house, as the registrant al- 
leged.** 


Examination Made Special 


Newton, C.: Where the applicant has stated that it is going 
into foreign commerce and wishes to obtain registration as soon 
as possible, and the mark has been previously registered and little 
search is necessary, the examination may be made special. Re- 
publication may be waived (Ex parte, Dry Milk Co., 9 T. M. Rep. 
326).** 


Geographical Terms 


Newton, C.: “Old Virginia” was properly refused registra- 
tion as a trade-mark for paints and stains, as being geographical. 
The phrase is a well-known designation of the State of Virginia, 
and is used also to distinguish that State from West Virginia. 
Applicant contends that the statute provides only for the rejection 
of marks consisting of words that are “merely” geographical, and 
that “Old Virginia” applied to stains, ete., has a fanciful signifi- 
cance, in that it conveys the idea of whitewash on old plantation 
houses of Virginia in antebellum days, which had a softness of 


tone which has become traditional in the South, and that this is 


' Jaenecke-Ault Co. v. Ault & Wiborg Co., 131 Ms. Dec. 352, July 
22, 1919. 

*Ex parte, New York Mackintosh Clothing Co., 132 Ms. Dec. 273, 
Oct. 7, 1919. 
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the sense in which the term would ordinarily be construed, citing 
the allowance of such words as “Gibraltar,” “Aurora,” and the 
like. But the geographical significance of “Old Virginia” is the 
prominent dominating idea conveyed by those words. They may 
convey shades of meaning different from the geographical; but 
these are too indistinct to consider. or to form the basis of an allow- 
ance. They are not so forceful as “Columbia” in Columbia Mill 
Co. v. Alcorn, et al., 65 O. G. 1916, 150 U. S. 450. There “Colum- 
bia” was not the ordinary name for the United States, but it was 
held geographical because the dominating prominent meaning was 
geographical. (See Ex parte, A. 8S. Boyle Company, 125 Ms. Dec. 
282 [8 T. M. Rep. 230], holding “Old English” to be geographical, 
and Ex parte, Wm. T. Mullikin Co., Inc., 128 Ms. Dec. 325 [8 T. 
M. Rep. 463], holding “Old Dominion’ geographical. )** 


Newton, C.: Petition for rehearing denied. (See 131 Ms. 
Dec. 108, above.) 

The matters set forth in the petition were considered in the 
prior decision, except the case of Hamilton-Brown Shoe Co. v. Wolf 
Bros. & Co., 240 U. S. 251 [6 T. M. Rep 169], sustaining “Ameri- 
can Girl” as a valid trade-mark for shoes. But that decision is 
hardly applicable to the present case. If, for, example, applicant 
claimed as his mark “Old Virginia Girl,” his case would be analo- 
gous to the court case, and his mark might be registrable. On the 


other hand, if the shoes in the court case had been marked simply 


‘“‘American,” the mark would have undoubtedly been held geograph- 
ical. 


As to prior registrations, it will be noticed that while the words 
“Old Virginia” are disclosed therein, the marks were probably 
allowed on the other matter shown in the registrations. Applicant 
has no other matter shown in his application. The drawings show 
only the words “Old Virginia.” If applicant would include enough 


* Ex parte, Samuel Cabot, Inc., 131 Ms. Dec. 108 (263 O. G. 634), 
June 2, 1919. (Rehearing denied, 131 Ms. Dec. 366, July 23, 1919.) 
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arbitrary matter—for example, the picture of a sunset on the 
water, shown in one of his sample labels filed with the case—it is 
thought his mark might then be registrable, provided the unregis- 
trable parts were disclaimed.** 


Newton, C.: Application is made to register a recumbent 
lion, with the word ‘Senegal’ beneath it, as a trade-mark for can- 
vas belting. At the hearing it was stated that no claim was made 
to “Senegal” disconnected from its surroundings. If the applica- 


tion is so amended, the mark may be registered.*° 


Government Insignia 


Newton, C.: A solid black shield surrounded by an eagle 
has been refused registration as a mark for talking machines by 
the examiner of trade-marks, on the ground of the similarity of the 
device to the arms of Utah and Oregon. The applicant originally 
applied for registration of a shield bearing the representation of 
a phonograph case with “Vita-Nola” written across it, but was 
required to remove both the representation of the case and the 
words because the first was a picture of the goods and the second 
a registered name. But applicant states that it is the owner of 
said registered name, and hence there can be no objection to retain- 
ing the word upon the shield. If applicant will disclaim the ex- 
clusive ownership of the representation of a phonograph case, ex- 
cept in the combination shown, that also may remain in the trade- 
mark. This will take the mark so far away from the coats of arms 
of Utah and Oregon that no objection on this score can be raised. 
If this suggestion is adopted, the mark may be registered.*® 

Wuirteneap, A. C.: A mark containing the letters “U. S.” 


is refused registration as being a simulation of government insignia. 


**Ex parte, Samuel Cabot, Inc., 131 Ms. Dec. 336, July 23, 1919. 

* Ex parte, The Rossendale-Reddaway Belting & Hose Co., 132 Ms. 
Dec. 25, Aug. 26, 1919. 

* Ex parte, Vitanola Talking Machine Co., 132 Ms. Dec. 26, Aug. 
26, 1919. 
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Placing the letters on a shield which is in general outline like the 
government shield merely emphasizes the objectionable character 
of the mark.** 


Illustrations as Trade-Marks 


Newton, C.: “The representation of a grand piana and a 
woman standing by the piano polishing same’ is granted registra- 
tion as a trade-mark for furniture polish. 

The examiner of trade-marks had refused registration on the 
ground that the picture was not used as a trade-mark indicative of 
origin, but only as a decorative feature for the labels and, further- 
more, that the picture was descriptive of the quality or character of 
the goods, citing Ea parte, Pratt & Farmer, 1876 C. D. 244, show- 
ing the picture of a fish, which was refused registration as a trade- 
mark for fishing lines, also Ex parte, American Paint ¢& Color Co., 
Ms. Dec., Sept. 30, 1913 [4 T. M. Rep. 40], refusing the picture 
of a condenser for use on condensers. The examiner also called 
attention to a number of illustrations in magazines and on cartons 
showing different goods, with various kinds and forms of illustra- 


tions, indicating the manner of use of the goods, etc. It may be 


pointed out that goods may be described by picture, as well as by 


written description, and that pictures of the goods per se should 
not be registered as trade-marks for the goods. (See In re, Matz 
Tire & Rubber Co., 193 O. G. 513, 40 App. D. C. 487 [7 T. M. 
Rep. 32], wherein the representation of a tire was held unregis- 
trable for tires; Bristol Co. v. Graham, 199 Fed. Rep. 412 [3 T. 
M. Rep. 9], wherein the picture of a steel belt lacing was held an 
invalid mark for belt lacings; and Ea parte, Scholl Mfg. Co., 260 
O. G. 393 [9 T. M. Rep. 321], wherein the representation of a foot 
supported on an arch was held not registrable.) But applicant’s 
picture was not a picture of his goods at all. It was a conventional 


picture, not useful to any one else in describing polish, and to grant 


* Ex parte, U. S. Industrial Alcohol Co., 132 Ms. Dec. 372, Nov. 8, 
1919. 
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applicant a perpetual monopoly of this particular picture would 
harm no one. Any manufacturer of polish has a right to display 
on his goods the picture of the goods, but not applicant’s conven- 
tional showing of a woman polishing a grand piano, all enclosed in 
a circle. (See Enoch Morgan’s Sons Co. v. Ward, 152 Fed. Rep. 
690, holding a bright pan reflecting a man’s face a good trade-mark 
for a pan-cleaning compound, and Ew parte, Bilber Co. [3 T. M. 
Rep. 111], holding a pile of luggage, a globe, etc., a good mark for 
travelling bags.) Cases of this character should be allowed or re- 
fused, depending on whether the showing was only a showing of 
the goods on which the mark was to be used or whether it included 
sufficient conventional matter belonging to no one and adopted by 
the applicant to indicate origin or ownership by him. 

It is held in the case under discussion that there is sufficient 
arbitrary matter to warrant allowance of the mark, and the final 


rejection is accordingly overruled.** 


Newton, C.: Application is made to register a certain illus- 
tration as a trade-mark for “underwear consisting of woven and 
knitted ynion suits, shirts and drawers for men, women and chil- 
dren, and socks for men, women and children.” 

The picture shows a woman sitting upon a couch having a 
wrapper draped in such manner as to reveal in part the knitted 
underwear which she wears. A child, also dressed in knitted under- 
wear, sits beside her, while another, similarly clad, stands upon 
one foot on the opposite side. The woman is represented as reading 
to the children from a book. 

The examiner refused registration on the ground that the pic- 
ture is descriptive, and that it is not in fact used as a trade-mark, 
but merely as an advertising device in the sale of the underwear, 
referring to various magazines showing it to be a common practice 


to advertise underwear by pictures of this kind. 


* Ex parte, Thompson Piano Mfg. Co., 130 Ms. Dec. 311, April 10, 
1919. 
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As to trade-mark use, the application states that the picture 
“is affixed to the goods or packages containing the same,” and if 
that is true, it is certainly trade-mark use. As to descriptiveness, 


it is of course true that goods may be described by pictures as well 
as by written description, and it is well settled that the mere pic- 
tures of goods should not be registered as trade-marks for the goods 
of which they are pictures. (In re, The Matz Tire & Rubber Co., 
193 O. G. 513, 40 App. D. C. 487 [7 T. M. Rep. 827]; Bristol v. 
Graham, 199 Fed. Rep. 412 [3 T. M. Rep. 9]; Ex parte, Scholl 
Mfg. Co., Inc., 260 O, G. 393 [9 T. M. Rep. 321]; Ex parte, The 
Piston Ring Co., 124 Ms. Dec. 212 [7 T. M. Rep. 600], wherein the 
picture of several packing rings arranged concentrically was held 
unregistrable for packing rings; Ex parte, Edwin B. Stimpson Co., 
121 Ms. Dec. 312 [7 T. M. Rep. 286], which held that the picture 
of five short rivets superposed on a long rivet was not registrable 
for rivets. ) 

If applicant’s picture were merely a picture of its underwear, 
it would be clearly unregistrable. But it is an arbitrary, artistic 
arrangement of details in which the illustration of the goods is 
only one of many features. The couch, the woman reading from a 
book to the two children, convey an idea distinct from the under- 
wear, and while any manufacturer of knitted underwear is entitled 
to illustrate his underwear garments per se, he is not entitled to 
monopolize the arbitrary matter in applicant’s picture, and there 
is enough of this matter. to take this mark away from a mere repre- 
sentation of applicant’s goods. (See Enoch Morgan’s Sons Co. v. 
Ward, 152 Fed. Rep. 690, holding a bright pan reflecting a man’s 
face a good trade-mark for a pan-cleaning compound; Ez parte, 
The Foulds Milling Co., 102 Ms. Dec. 471, holding a picture of a 
tramp pouring macaroni from a broken package into a saucepan 
registrable for macaroni, and Ex parte, Watson Mfg. Co., 124 Ms. 
Dec. 292 [7 T. M. Rep. 600], holding that the picture of a fly 
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outside a screen, with the words “The Fly Outside,’ was regis- 
trable as trade-mark for window and door screens. ) 

Cases like applicant’s should be allowed or refused depending 
on whether the representation was only a picture of the goods on 
which the trade-mark was to be used or whether it included sufh- 
cient arbitrary matter additional to the mere picture to indicate the 
origin or ownership rather than the mere description of the goods. 
It is held in the present case that there is sufficient registrable 
matter to warrant allowance of this application, and the final rejec- 


tion is accordingly reversed.*” 
Interference 


Newton, C.: Applicant seeks to register “Bear” for ginger 
ale, sarsaparilla, birch beer, lemon soda, etc., all in Class 45, “Bev- 
erages Non-Alcoholic.” Opposition is raised because of prior reg- 


istration of several marks—one showing a representation of a bear 


and the words “Ron-Bre’ for non-alcoholic beverages; another 
showing a polar bear on a cake of ice, for birch beer and root beer, 


and a third displaying two bears standing upright against a bottle 


for syrups, extracts, etc. As an alternative, applicant requested 
an interference with these registrations. Applicant has already 
registered a bear for mineral waters, and in 229 O. G. 613, 45 App. 
D. C. 305 [6 T. M. Rep. 480], it was held that applicant had used 
“Bear” since 1886. The main question is whether mineral waters 
and applicant’s other goods, ginger ale, sarsaparilla, birch beer, 
ete., are goods of the same descriptive qualities; if so, applicant is 
entitled to an interference with the other registered marks. It is 
suggested that as the Office had the prior registration, it had pre- 
sumably adjudged the goods to be of different descriptive qualities 
from applicant’s mineral waters, and that it should institute can- 


cellation proceedings if aggrieved by this judgment. But appli- 


* Ex parte, Cooper Underwear Co., 130 Ms. Dec. 325, April 12, 1919. 
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cant points out that this would require four contests, while there 
would be only one in the interference proceedings. In view of 
prima facie rights of registrants, applicant should be made a junior 
party in the interference proceedings, and with this understanding 
and considering all the circumstances, applicant’s request that an 
interference be declared is granted, subject to usual motions to 


dissolve.*® 
Name of Corporation as Mark 


Newron, C.: Registration was properly refused for “Ivy 
Corset Company,” on the ground that it was merely the name of 
a corporation. So far as foreign registration is concerned, however, 
no reason is seen why the applicant should not register its entire 
mark as shown on the sample submitted and thus form a basis for 
its foreign registration. The examiner is authorized, if he sees no 
objection, to allow applicant to amend accordingly.** 


“Ex parte, Bear Lithia Springs Co. 131 Ms. Dec. 1, May 13, 1919. 
“Ex parte, Ivy Corset Co., 131 Ms. Dec. 165, June 10, 1919. 
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